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Opening; Argument of J. Edgar Bull, £sq.

May it please the court :

This is an appeal from the decree of the District Court of

Montana sustaining the patent in suit and finding infringement

by the defendant in all its flotation processes up to the

present time.

The patent in suit is the patent to Sulman, Picard and Bal-

lot, No. 835,120, for a process of ore concentration. With the

court's permission, I will hand up copies of the patent.

All of the claims of the patent, excepting 4, 8 and 13, are

in issue.

Judge Hunt : All excepting claims 4, 8 and 13 ?

Mr. Bull : All excepting 4, 8 and 13.

This court is already familiar with this patent. It was be-

fore it in the case of Mineral Separation, Limited, vs. Hyde,

when this court held the patent invalid. That case went to

the Supreme Court of the United States by certiorari ; and that

court found certain claims of the patent to be valid ; it found

other claims of the patent to be invalid. And, therefore, it

very definitely and finally determined the metes and bounds of

this patent here in suit.

That decision of the Supreme Court is the law of the land

respecting the construction of this patent. So we begin this

case, may it please your Honors, with that decision of the

Supreme Court in the Hyde case already written into your

Honor's opinion in this case.

I shall confine my argument to two points. In th&

first place I shall discuss the question of infringement.

That will require your Honors only to study and apply the

decision of the Supreme Court to the facts of this case. In

the second place, I shall discuss the question of the disclaimer

which was filed by these plaintiffs subsequent to the decision

of the Supreme Court in the Hyde case. That question will

require your Honors only to decide a pure question of law.

My argument will be rigidly limited to these two points.

The process of the patent in, suit is extremely simple. It

consists in mixing powdered ore with water ; usually about
one ton of ore is mixed with four or five tons of water.



forming a freely flowing pulp. An exceedingly small amount
of oil is then added. That amount is stated in the patent as

being between one- half of one per cent, and one-fiftieth of one

per cent, on the ore. After this relatively microscopic quan-

tity of oil is added, the pulp is agitated vigorously, and a

froth forms on the top which carries most of the metalliferous

contents; and wdien that froth is separated from the pulp, the

process is completed. So the process is the essence of sim-

plicity in itself.

Before the Supreme Court's decision was handed down, the

defendant used this extremely small fraction of one per cent,

which is described in the patent—about one-tenth of one per

cent, of oil. Since the decision of the Supreme Court was

handed down, defendant has always used oil in quantities of

more than one-half of one per cent., and, for substantially the

whole of the time, it has always used oil in quantities of more

than one per cent, on the ore.

We admit that the earlier practice of the defendant (using

oil in quantities less than one-half of one per cent.) was

an infringement of this patent as sustained by the

Supreme Court. But we contend that its later practice

(using oil in quantities above one-half of one per cent.)

did not infringe the patent, as it has been construed by the

Supreme Court. So the nub of this controversy is the ques-

tion whether the use of oil in quantities above one-half of

one per cent, constitutes an infringement of the claims—the

valid claims—of this patent, as they have been construed by

the Supreme Court.

I will begin by reviewing very briefly the decisions of the

various courts which have considered this patent. I will take

them up in chronological order. But before I do that, I will

ask your Honors to look at the claims of the patent and ob-

serve that they are divisible into two groups. I will begin by

reading claim 1 :

" The herein described process of concentrating ores

which consists in mixing the powdered ore with water, adding

a small proportion of an oily liquid having a preferential

affinity for metalliferous matter {amounting to a fraction of one

'per cent, on the ore), agitating the mixture until the oil-coated

mineral matter forms into a froth, and separating the froth

from the remainder by flotation ".



You will see that claim 2 contains that same phrase

:

" amountivg to a fraction of one per cent, on the ore ".

You will see that claim 3 contains that same phrase

:

" amounting to a fraction of one per cent, on the ore ".

Claim 4 is not in issue.

Claim 5 contains the statement in line 4 :
" amounting to

0.02-0.5 per cent, on the ore".

Claim 6 contains the same statement :
" amounting to

0.02-0.O per cent, on the ore ".

Claim 7 contains the same statement :
" amounting to

0.02-0.5 per cent, on the ore ".

Claim 8 is not in issue.

Now, if you will turn over to claim 12, you will see that

claim contains the limitation, in line 4 :
" amonnting to a frac-

tion of one per cent, of oil on the ore.''

I will call that group of claims the " fraction-of-one-per-

cent.'' claims.

Now, if your Honors will look at claims 9, 10 and 11, you

will see that they contain no reference to a " fraction of one

per cent." They substitute, in place, the words, " a small

quantity of oil.''

Claim 9, the last line, almost the last words of that line :

" containing a small quantity of oil.'''

Claim 10, the same words : " containing a small quantity of

Oil.

Claim 11, contains the same words: ''containing a small

quantity of oil."

I shall call that group of claims the " small-quantity "

claims. They are not Wmiied io 2^ fraction of one per cent. ;

they are broad enough to cover any small quantity of oil.

Now, this patent first came before the District Court of

Montana in the Hyde case. That court did not regard the

use of this fraction of one per cent, of oil as of the essence of

the invention. It regarded the invention as being broad

enough to cover the production of a froth by the use of oil. It

did not regard the quantity of oil used as of the essence of the

invention. It therefore sustained not only the fraction-of-

one-per cent, claims, but it also sustained the small-quantity

claims.

The case then came before this court on appeal, and this

court took an entirely different view of the subject-matter.



This court found that the essence of the invention was in the

relatively microscopic quantity of oil used.

I will ask your Honors to read with me a few extracts from

your decision in that case. We have here all the opinions

bound together for convenience, and if your Honors will turn

to page 22 of this pamphlet, the middle of the first paragraph,

you will find this court said :

" That which is presented as new in the patent, and
as the pivotal discovery on which its validity depends,
is the formation of a froth or scam containing the

metalliferous matter produced by agitation of the pul-

verized ore in water, by the action of oil in a quantity
less than one per cent, of the quantity of ore treated."

Now, if you will turn to page 26, beginning with the jiara-

graph near the middle of the page—this court said :

" When the claims and the description of the

process of the appellees' patent are compared with the

patents of the prior art " [your Honors had just before

that taken up the prior art patents and discussed them
one by one, and you continue as follows] :

" it will be
seen that the only material difference is in the smaller

quantity of oil which the appellees use."

Now, if you will turn to page 35, the third line of that first

paragraph—you said :

" What they claim to be the new and useful feature

of their invention, as stated by their counsel, is ' agitat-

ing the mixture to cause the oily coated mineral to form
a froth.' As we have seen, that feature was clearly

anticipated by the prior art^ and when the elements of

the appellees' claims are read one by one, it will be
found that each step in their process is fully described in

more than one of the patents of the prior art, with the

single exception of the reduced quantity of oil lohich they

used."

I may say that your Houors in that opinion j)ointed out

that it was old in the art to use quautities of oil as little as

one per cent., but it was new to use oil in these extremely small

quantities which are described in this patent. Your Honors



beld as a matter of lata that that difference did uot constitute

patentable snbject-niatter.

The patent next Avent before the District Court of Delaware,

Judge Bradford. Judge Bradford reviewed the prior art and

agreed with this conrt in finding that the essence of the inven-

tion—the new thing— was the use of these extremely small

quantities of oil—these microscopic quantities. He said, in

his opinion at page 88 :

" The patentability of the process of the first patent

in suit resides in the use of oil in the extremely unnute
'proportion disclosed in the descriptive portion of the

patent to effect separation of froth with its metallic

particles from the remainder of the mixture by flotation.

The amount there disclosed is uot in excess of ' a frac-

tion of one percent, on t lie ore \ and may be only one-

tenth of one percent on the ore, or even less.''

Judge Bradford viewed the patented process as your

Honors viewed it—that is to say, he found that the essence of

the invention was in the use of these extremely minute quan-

tities of oil. Therefore, while he sustained tbe fraction-of-one-

per-cent. claims, /^e condemned as too broad, and therefore invalid,

the small-quantity claims. In other words, he held that these

patentees were not entitled to claim the use of a small quayitity

of oil, because that was old. All the}' were entitled to claim,

he held, was the use of this extremely small fraction of one

per cent, of oil.

The patent next came before the Supreme Court in the

Hyde case ; and that court agreed with this court, and with

the District Court of Delaware, in finding that the essence of

the invention was in the use of this extremely small fraction

of one per cent. ; and, the Supreme Court, therefore, just as

Judge Bradford had done, while sustaining the fraction-of-

one-per-cent. claims, condemned and held invalid the small-

quantity claims—held them invalid because they were too

broad. Let me read very briefly from the decision of the

Supreme Court, at page 109 of this pamphlet, beginning at the

second paragraph :

" The prior processes which we have described
required the use of so much oil that they were too
expensive to be used on lean ores, to which they were
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intended to have their chief application, and the efforts

of investigators for several years prior to the discovery
of the process in suit had been directed to the search
for a means or method of reducing the amount of oil

used, and it is clear from the record that approach was
being made, slowly, but more and more nearly to the
result which was reached by the patentees of the
process iu suit in March, 1905."

Turning now to page 115, beginning two lines from the

bottom of that page :

" While we thus find in favor of the validity of the
patent, v.^e cannot agree rvith the District Court in regard-
ing it valid as to all of the claims in suit "

—

Tour Honors remember that the District Court had found

these small-quantity claims valid, and the Supreme Court

said :

" While we thus find in favor of the validity of the
patent, we cannot agree with the District Court in

regarding it valid as to all of the claims in suit. As we
have pointed out in this opinion, there were many in-

vestigators at work in this field to which the process in

suit relates when the patentees came into it, and it was
while engaged in study of prior kindred processes that

their discovery was made. While the evidence in the
case makes it clear that they discovered the final step

which converted experiment into solution, turned
failure into success, yet the investigations preceding
were so informing that this final step was not a long
one, and the patent mtist be confined to the result ob-

tained by the use of oil withi?i the proportions often de-

scribed in the testimony and in the claims of the patent as
' critical proportions ' ' amounting to a fraction of one per
cent, on the ore^ and therefore the decree of this court

will be that the patent is valid as to claims Nos. 1, 2, 3,

5, 6, 7 and 12 " [that is the fraction-of-one-per-cent.

claims] " and that the defendant infringed these claims,

but that it is invalid as to claims 9, 10 and 11." [Those
are the small-quantity claims.]

So the only disagreement between this court and the

Supreme Court—literally the only thing concerning which

there was any disagreement—was concerning the guestioti of

law as to whether the reduction of the oil used to a small



fraction of oue per cent, constituted jDateutable subject matter.

Your Honors held it did not ; the Supreme Court differed

from you only in respect to that holding. The Supreme

Court agreed with your Honors as to youx fiiiding of fact as to

the state of the art, as to where the invention, if it were an

invention, resided.

Subsequently the patent went before the Court of Appeals

for the Third Circuit in the Miami case, and that the court

found, just as all the courts except the District Court of

Montana had found, that the invention resides in the use of

this extremely small, critical amount of oil. That court said,

at page 134 of the pamphlet, beginning at the bottom of the

page:

" The affinity of oil for metal was known, and though
old, was employed in the invention ; but that this

affinity in a given condition is greatest when its quantity
is relatively least or that the affinity increases with the

decrease of oil below a given quantity (less than one
per cent.) is the soul of the discovery, and was wholly
new."

Finally the patent has again come before the learned Dis-

trict Judge of Montana, and he has held that the defendant, in

the use of oil in quantities of 7nore than one per cent., infringes

the valid claims of the patent in suit. To our mind, the

decision of the learned judge amounts to a reaffirmance of his

original opinion, including those errors in it tvliich the ISupreme

Court had condemned. Let me read briefly from the opinion

below, beginning at page 210—beginning at the bottom of that

page, last paragraph :

" Ambiguity and obscurity were as much due to the
extreme mechanical simplicity of the process as to the
inability then and now to know and explain all its

laws or principles. The tendency was to attach fvime
importance to reduction in amount of oil used, when in

fact this is but a necessary incident (for which there are

sxihstitides if not equivalents) to the creation of the

infinitude of bubbles that do the work."

He still thinks the quantity of oil is quite immaterial.

If you will turn to page 213 : The Supreme Court, as I

pointed out, limited the invention to the " critical propor-



tions," and said that was the whole novelty in the subject-

matter. This is what the court below said concerning
" critical proportions :

"

" These ' critical proportions ' are like those known
to and solved by every child with its pipe and howl of
suds. Too little soap, the bubbles are few, small,

fragile, and break quickly. Too much soap, they flow

from the pipe in a torrent, are heavy, and refuse

to float. The right amount of soap, ' the critical

proportions,' his bubbles are large, detach readily and
float high, far and for long. So is it loith the bubbles in

this process.
'^

The court below evidently did not find the invention in the
*' critical proportions," as I submit the Supreme Court did.

If you will turn to page 219, beginning just before the end

of the first paragraph :

" It seems clear neither patent nor decision under-
takes to say the process depends upon less than one per-

cent of oil, or is inoperative with one percent or more
of oil. It is true that in the beginning and dn7'ing the

Hyde suit the patentees inclined to so believe or at

least believed better results would be obtained by
a fraction of one per cent, of oil. Perhaps limited in-

vestigations and experience with few ores and oils justi-

fied the belief. Indeed, all experience to date, plaint-

ifi"s, defendant's, stranger's, demonstrates that with any
ore and any eflicieut oil, less than one percent of oil

gives better results, all circumstances considered. The
' critical proportions ' referred to seem absent, in terms,

from the patent, and ought not to be adversely inferred

in disregard of construction in favor of the patentee

where the patent is ambiguous. The patent describes

oil * considerably reduced ' and refers to a ' fraction of

one percent ' by way of example. And though some
claims limit oil to such fraction, and a limited range
within it, others are for ' a small quantity ' and for that

reason were held invalid by the Supreme Court. With

the later knotvledge of this suit it is doubted that such

would be the decision noio.'"

In other words, the learned judge still thinks he was right

in his decision in the Hyde case in sustaining those small-

quantity claims and thinks the Supreme Court was wrong in



finding them invalid ! But as I said in the beginning, the deci-

sion of the Supreme Court as to the construction of this pat-

ent is the law of the laud.

Now, I shall turu to the patent itself. The claims winch

were sustained by the Supreme Court are limited to " a " fraction

of one per cent. The question arises, to xohat fraction of one

per cent, are they limited ? We say that they are limited by

the decision of the Supreme Court to that fraction of one per

cent, which is one-half of one per cent, or less.

The Supreme Court, in its decision, as you have already

heard read, says this :

" The patent must be confined to the results obtained
by the use of oil within the proj^ortions often descr'thed

in the testimony and in the claims of the patent as
' critical proportions ' ".

So, the question arises, What are the " critical propor-

tions " described in the specifications ? The '' critical " pro-

portions described in the specifications are between one-

fiftieth of one per cent, and one-half of one per cent. ; that is,

one-half of one per cent, or less. If your Honors will turn to

page 1, line 79, of the specification, you will find this

:

" To this is added a very small proportion of olei&

acid (say from 0.02 per cent, to 0.5 per cent, on the
weight of ore)."

That is, from one-fiftieth of one per cent, to one-half of

one per cent.

And further down in the same column, line 96, the follow-

ing appears

:

" The minimum amount of oleic acid which can be
used to eftect the flotation of the mineral in the form of

froth may be under 0.1 per cent, of the ore, but this

proportion has been found suitable and economical ".

In other words, in the patent the " critical" proportions

are given as one-half of one per cent, or less. The preferred

proportion is one-tenth of one per cent.

Now, the Supreme Court said that the claims must be

limited to the " critical " proportions which were '* often re-
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ferred to in tlae testimony of the witnesses ;
" so I shall ask

your Honors to go to the testimony of the witnesses in the

Hyde case to ascertain what were the " critical " proportions

which are described by those witnesses. Of course we have

not the time to do it now. I have in onr brief collated a

number of extracts from the testimony of plaintiffs' witnesses

in the Hyde case—and the Hyde case, by the way, is part

of the record in this case ; it has been stipulated in this case

as a part of the record before your Honors. You will find

that the " critical " proportions described by these witnesses

were in the neighborhood of one-tenth of one per cent. They
all said the largest amount of oil that had ever been used

with any ore was two-tenths of one per cent.

So by referring to the testimony of the witnesses and the

specifications of the patent the Supreme Court, I submit,

limited the valid claims to that fraction of one per cent,

which is one-half of one per cent, or less.

Judge Morrow : Does the term " critical proportions
"

refer to a proportion that is less than one-half of one per

cent., or does it refer to some proportion beneath one-half of

one per cent.— a definite proportion below that ?

Mr. Bull: The statements of the plaintiffs and their

counsel, which I will read in a few minutes, I think will an-

swer that question. What they said was there is a " critical

"

quantity ; that the " critical " quantity is usually one-tenth

of one per cent. ; sometimes it gets as high as two-tenths of

one per cent.

Judge Morrow : Varying with the ore ?

Mr. Bull : Varying with the ore. Sometimes it goes as

low as one-half of one-tenth of one per cent.; but they said it

never goes beyond those limits, and that those proportions

were " critical " ?

Judge Morrow : That is definite.

Mr. Bull : That is definite for each ore.

Judge Morrow : For each ore ?

Mr. Bull : For each ore.

Judge Morrow : That is to say, that proportion that will

work for a particular ore ?

Mr. Bull : That is right.

Such a construction, limiting the claims to one-half of one

per cent, or less, was not only compelled by the record, but it
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was invited by plaintiff's counsel in their brief and oral argu-

ment before the Supreme Court. Their brief before the

Supreme Court, on the very first page, in the opening state-

ment, reads as follows (I read fi^om page 33 of our brief) :

" The distinctive feature of the invention patented
is the employment of air bubbles in co-action with a
min^ite awl. critical amount of oil in a mixture of ground
ore and water, so as to produce upon the surface of the
water a froth containing substantially all of the metallic
particles which can be easily flowed off or removed.

" This process was never used before. This result

was never obtained before. The process is dependent
upon the use of oil in a minute and critical amount and
thorough aeration. If more oil is used, you do i\ot

operate the 'process, and you do not get the result. So,
also, if less oil is used, the process is not ojyerated and
the result is not obtained. By using other and greater
quantities of oil you operate a diferenl process,
and you obtain wholly different results. That
the critical amount of oil characterizing the process
is a minute amount of oil (varying slightly with dif-

ferent ores and different oils) is merely a fortuitous
circumstance. Nevertheless, the process is dependent
upon such definite minute amount of oil."

They made the same statement in their oral arguments.

You will find quotations from their oral arguments in our
brief. In answering questions which were propounded by the

court—I will ask your Honors to turn to page 17 of our brief,

and you will see reported there a colloquy between Mr. Justice

McEeynolds and Mr. Kenyon :

" Mr. Justice McReynolds : I would like to ask you
when in this process of reducing oil your invention
came into existence ?

" Mr. Kenyon : At about one-half of one per cent, of
oil.

" Mr. Justice McReynolds : Before you got to
the one-half of one per cent., did you have any inven-
tion ?

" Mr. Kenyon : We were passing from the region of
Cattermole, which was a distinct—

" Mr. Justice McReynolds : I want to know when
your invention came into existence ?

" Mr. Kenyon : This invention was not reached, I
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should say, from those figures, until about .5— t/iat is,

one-half of one jJer cent, of oil—ivas reached.
" Mr. Justice McReynolds : At one per cent, you

had no invention ?

" Mr. Kenyon : No.
" Mr. Justice McReynolds : At one-half of one per

cent, you did have invention ?

" Mr. Kenyon : It began to come. Remote, but it

began to come. At .3 of one per cent, the float vastly

increased. At .1 of one per cent, the float again vastly

increased.
" Mr. Justice McReynolds : When this float has

more than one-half of one "per cent, of oil it does not

infringe ?
" Mr. Kenyon : It does not infringe."

So I say the Supreme Court in limiting these claims to the

" critical proportions " often described in the testimony of

the witnesses in the Hyde case and in the specifications,

limited them to that fraction of one per cent., which is one-

half of one per cent, or less.

On what theory did the court below find infringement in

the use by the defendant of more than one per cent, of oil ?

The theory is this : Since a larger quantity must always neces-

sarily include a smaller amount, when the defendant uses more

than one per cent, of oil, it necessarily uses a small fraction

of one per cent. ; and since a small fraction of one per cent,

will do the work as well as, or better than more than one per

cent., all above the small fraction is useless, wasted or detri-

mental, and therefore should not be counted as oil in the pro-

cess. That is the theory on which the learned court below

found infringement in the use by the defendant of more than

one per cent, of oil.

Now, I submit, may it please your Honors, that reasoning

might be perfectly sound if this were a case in which the facts

were that these patentees were the first to give the art oil,

water and agitation. But, as a matter of fact, these patentees

were not the first to do that ; they were not even the first to

give the art oil down to one per cent., as your Honors found

in the Hyde case, and as every other court following has found.

All these patentees gave the art was a small fraction of one

per cent, of oil, as distinguished from one per cent, or more.

Their contribution, therefore, was only the avoidance of the
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tise of larger (/naniities of oit. The reasouing of the lower court

fiutirely neutralizes aud wipes out the ground ou which the

Supreme Court held invalid the small-quantity claims. The
Supreme Court said the small-quantity claims were too

broad. It said to the jDlaintififs :
" You are not entitled

to a monopoly on the use of a small quantity

of oil ; that was old ; all you are entitled to is a monopoly on

the use of the ' critical proportions ' which you have de-

scribed and which are less than one-half of one j)er cent. That

is what you contributed to the art ; it is all you contributed to

the art ; and that is all you are entitled to."

The decision below, may it please the court, in view of the

fact that defendant here is using the prior-art quantities of oil

(because it was old to use as little as one per cent, of oil),

amounts to saying that by the issuance of the patent in suit

the public has been deprived of the right to do what it was in

the habit of doing before these patentees entered the field ; and

that, may it please your Honors, is a reductio ad ahsxirdum.

So I say, the decision below, as it seems to us, totally

neglects the theory on which the Supreme Court condemned
these small-quantity claims. The Supreme Court found that

the invention here was in the avoidance of the use of a " small

quantity " and in the adoption of a small fraction of one per cent.

And by condemning the small-quantity claims, the Supreme
Court has said, as plainly as any court could say it, that the

public is at liberty to use a small quantity of oil provided it

does not use some fraction of one per cent, which is less than

one-half of one per cent.

The defendant in this case, may it please the court, does

not use more than one per cent, of oil because it cannot use

less and get satisfactory results, or get even better results

than it is getting now. It uses more than one per cent, of oil

because the Supreme Court has said that it is not at liberty to

use less than one-half of one per cent. ; and like every burned

child it dreads the fire and therefore is using more than one

per cent, of oil.

Plaintiffs' counsel in this case have figured out from the

testimony that the use by the defendant of more than one

per cent, of oil has cost it, in increased cost aud diminished

recoveries, more than a million dollars a year. It is costing

defendant more than a million dollars a year to avoid in-
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fringement of this patent, as it has been construed bj the

Supreme Court, according to the figures of plaintiffs' counsel.

What the Supreme Court gave the plaintiffs is the ex-

clusive right to save that million dollars a year in a plant

such as the defendant's. Defendant is not saving that ; it is

not using the plaintiffs' process ; it is not, we submit, in-

fringing the patent in suit.

The defendant's oil consists of a mixture of oils. It is a

mixture composed of one-fourth vegetable oil (that is, pine

oil) and three-quarters mineral oil (that is, a fuel oil, and

sometimes a small percentage of kerosene). My learned

friends argued below that the mineral oil of this mixture

was inert and useless ; that it is added to the mixture as

a diluent, merely to increase the volume. They referred to

it being as useless in the process as milk or sawdust.

Therefore they said they should take account of the mineral

oil of the mixture in determining the amount of oil we used.

Apparently my friends have abandoned that contention in

this court, if I understand their biief. They admit now that

mineral oil is not inert and useless in this process. They

were compelled to admit this, because it appears by the

evidence that all of plaintiff's large licensees in this country

—all of whom are entitled to use as little oil as they can use,

and of course every one uses as little as he can use,

because the expense, even of this small quantity, runs up

into very large figures in the large mills—practically all of

plaintiffs' large licensees, who are at liberty to use as

little oil as they can use, use a mixture of oil, com-

posed of vegetable oil and mineral oil, just like that used by

defendant. Practically all of plaintiff"s licensees use a mixture

of oils of which a laineral oil is one of the components. So it

is perfectly obvious by their own practice that a mineral oil is

not inert and useless. That is true of the standard mill prac-

tice of the Braden Copper Company, licensees ; the Anaconda

Copper Company, licensees ; and the California-Arizona Com-

pany, also licensees. Some of them, indeed, use the identical

proportion of vegetable and mineral oils which we use—that is

to say, one-qnarter vegetable oil and three-quarters mineral

oil.

Furthermore, it is established by the proofs in this case

that practically all the infringers—those who were before the
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Supreme Court decision using the process without the license

of the plaintiffs—that practically all of the infringers in this

country used as oil a mixture of oils, composed of vegetable oil

and mineral oil, just as we now use. I am referring now to

the practice of the infringers before the Supreme Court de-

cision was handed down, and when they used the smallest

quantity of oil they could use. This was true of the Utah

Copper Company, both at its Magna plant and its Arthur

plant ; it was true of the Chino Copper Company ; and it was

true of the Ray Consolidated Company, and others. In fact,

plaintiffs' expert Greininger admits that at a plant in British

Columbia, he installed and used as a steady thing a mixture of

25 per cent, vegetable oil and 75 per cent, mineral oil, which

is precisely the mixture which we use. That will be found in

volume 7, page 4060, x-Qs. 120 to 123. I have noted this

reference to the record, because it is not in my brief, and so

that it may appear in the report of my argument.

So it is perfectly evident that the mineral oil constituent of

our mixture is not inert and useless. The mixture that we use

is one which is commonly used and almost universally used in

this country by those who are using one-tenth of one per cent,

of oil, and by those who are operating under licenses from the

plaintiffs.

I should further refer to the fact that plaintiffs' own wit-

nesses, Higgins and Chapman, admit that so far from being

inert and useless, mineral oil is highly useful in a mixture

when employed in flotation processes. I read from page 47 of

my brief. Plaintiffs' witness Higgins, by the way, is the man
who made the original experiments, and knows as much about

this subject as anybody in the world, I presume, and he says

this concerning the use of petroleums :

" They are useful in the process of the patent in

suit chiefly for the purpose of preventing the coarse

mineral from falling out of the froth."

That is to say, holding the mineral in the froth. Then, fur-

ther on he savs : that it

" prevents showering, that is, it helps to keep the

mineral from falling out of the froth.'
"
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Furthermore, plaintiffs' witness Chapman says, concerning^

petroleum :

" I have on many occasions used inactive oils, par-

ticularly those like fuel oil, kerosene and stove oil, to

produce a condition of froth in the spitz box that will

maintain a steady condition of overflow. The addition of

these re-agents in small quantities \'s>extrernely useful for

the purpose, and considerably eases up the operating
work."

Therefore, may it please your Honors, it is plain that the

use of the mineral oil constituent of our mixture is not the use

of a diluent simply to increase bulk, but that it is used for

beneficial purposes in the process.

In this court the complainants have advanced a new theory.

The theory they advance now is this : they say mineral oil is not

a fj'oth-producing oil. They say that the oil of the claims i&

only that oil which will produce a froth, and therefore the

mineral oil should be excluded in the computation of the

amount of oil which we use.

Now, may it please your Honors, there is absolutely no

foundation, either in fact or in the patent, for such a theory as

that. The fact is, the patent directl}' contradicts the theory.

If your Honors will turn to the claims of the patent again

—

claim 1—you will see that it designates very particularly and

clearly what is the oil of the claim. It says it is an " oily

liquid having '^ preferential a^nity for metalliferous mattery

The oil of that claim is such an oil as has a
•' 'preferenticd affinity for metalliferous matter^ So

the question immediately arises. Do mineral oils

have a " preferential affinity for metalliferous matter? " And
it is admitted, may it please your Honors, that they do. My
learned adversaries admit that mineral oil, as well as vegetable

oil, has a " preferential affinity for metalliferous matter." As a

matter of fact, it has a greater affinity for metalliferous matter

than has vegetable oil, and that is the reason why we use it in

our mixture.

The claims do not say " an oily liquids producing a froth."

They say " an oily liquid having a preferential affinity for metal-

liferous matter." And whenever you have such an oil or oily

mixture, containing something which will produce a froth..
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you have the "oily liquid" of the claim. So I say there is

absolutely no basis for the plaintiffs' contention that the oil

of the claim excludes mineral oil, since that oil has this

"preferential affinity for metalliferous matter."

But is it a fact, as they allege, that mineral oils do not

have an}' froth-producing qualities ? I submit it is not, and I

shall ask leave to hand up a memorandum of references to the

record on this point which I shall refer to in this part of the

argument, because they are not in our brief.

In the first place, I wish to call your Honor's attention to

the fact that the patentees of this patent in suit, in the very

first written description of the invention describe s mineral

oil as a substitute for oleic acid, the .specific oil which is men-
tioned in the patent. If your Honors will turn to page 47 of

my brief, you will find the report of the patentees to the

chairman of Minerals Separation of the discovery of the in-

vention at bar. This is the first written description of the in-

vention. They say :

" We may here conveniently note that other oils^

beside oleic acid may be employed in this modified
recovery process, but so far as Broken Hill is con-
cerned, oleic acid gives by far the best results.""

[" Broken Hill " was the ore with which they were ex-
perimenting at that time.] " Petroleum residuum added
as emulsion, jya/Y(^'?ie o?7 r^/o«e [" paraffine oil" is the
English name for kerosene] '' parajfine oil alone, 'R^V

^

and B-iPg emulsions, have also been used, and all
give small proportions of float, but do not act nearly so
vigorously or efficiently on Broken Hill ores as plain
oleic acid."

So in their very first description of the process they de-

scribe the use of a mineral oil (that is, kerosene), as the

equivalent of oleic acid and capable of producing a mineral-

ized froth, but say it does not give as good results on Broken
Hill ores.

In the British patent which corresponds with the patent
in suit, the complete specifications describe in the working
example of the patent the use of petrol, which is gasolene,

page 1279, line 38. They say, speaking of the pulp :

" To this is added a very small proportion of oleic
acid or petrol or other suitable oil ".
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There again, you observe, they give a mineral oil as the

equivalent of oleic acid, which is the specific oil mentioned in

the patent here in suit.

Judge Hunt : What is oleic acid ?

Mr. Bull : Oleic acid is what is commonly known in

commerce as red oil ; it is a by-product in the manufacture

of candles.

Judge Morrow : It is an animal oil ?

Mr. Bull : It is an animal oil.

Judge Morrow : Not mineral or vegetable oil ?

Mr. Bull : No.

That reference to " petrol " is repeated six times in those

specifications. Your Honors understand that this is the

British patent which corresponds to the patent here in suit.

Judge Morrow : Petrol is not mentioned in this patent.

Mr. Bull : No, it is not mentioned in the patent in suit, but

we are only now considering the question of fact as to whether

mineral oil is capable of producing a mineralized froth—mineral

oils alone. The fact is, the application for the patent here in

suit was filed within a mouth after the provisional specifications

were filed in Great Britain, The provisional specifications

contained exactly the same language as the specifications in

the patent in suit. The complete British specifications were

filed some months later, and by that time the patentees had

verified the fact that mineral oils would act as well as oleic

acid and they put " petrol " in, in addition to oleic acid, in

the specific example.

Your Honors observe that the patent in suit opens with a

reference to the prior Cattermole patent. What it says is as

follows :

" In the process described in the previous United
States patent, No. 777,273, granted to A. E. Cattermole,

an amount of oil varying from 4 per cent, to 6 per cent,

of the weight of metalliferous matter present is agitated

with an ore pulp ", etc. " We have found that if the

proportion of oily substance be considerably reduced

—

say to a fraction of one per cent, on the ore "— etc.

In other words, this patent in suit opens by saying that the

use of the oily subsfances of the Cdttermole "patent, if reduced

in quantity, will produce the desired result. That carries us

directly to the Cattermole patent to ascertain what are the

" oily substances " mentioned in that patent. The Cattermole
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patent is found in Yolume 4, page 2138. At line 91, describ-

ing the oils which may be used, the patent says

:

" The ' oil ' used may be animal, vegetable or 7ni7i-

eral oil " [the three kingdoms of oil] " or mixtures of
these or such coal or wood tar products or other sub-
stances which exercise, like oils, a preferential physical

affinity for metallic mineral matter as distinguished
from gangue."

So the Cattermole patent, to which reference is directly

made in the patent in suit, and to which the reader is referred

to ascertain what character of oils may be used— that patent

tells you that mineral oils, and mixtures of vegetable and min-

eral oils, are included among the class of oils which may be

used for this purpose.

Plaintiff's Avitness, Mr. Higgins, to whom I have already

referred as the gentleman who made the original experiments

which resulted in the discovery of this process, said :

Judge Morrow : Mr. Bull, is there a difference in the

affinity of oils for the metalliferous content or the pulp ?

Mr. Bull: Yes, your Honor.

Judge Morrow : I mean as between vegetable and animal or
mineral.

Mr. Bull : They differ between themselves ; that is to say,

some mineral oils have a greater affinity and some have less

affinity for metalliferous matter ; they Lave different affinities

for different metalliferous matters. So, also, they have more
or less frothing properties. It is the same with vegetable oils.

It is the same with animal oils. There are no sharp lines.

There is a gradual gradation. You will find that a certain oil

has a greater preferential affinity than some other oils ; that

another has a greater froth-making capacity. That is the

reason why it appears all through these records and through
all of the tests, that they have to '• cut-and-try " in this

process ; that is to say, you cannot, because one mixture of

oils will work well at one place, conclude it will work equally

well at some other place. As these patentees said in their

first description of invention : with Broken Hill ores mineral

oil does not work as well as oelic acid, but still it forums a

froth ; and they intimate that it may work as well as oleic

acid with other ores.

Plaintiff's witness, Higgins, in Volume 4, page 1811, said,
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when asked what other oils he used besides oleic acid, with

the result of producing froth :

" Q. 110. What other oils ? A. I have obtained
satisfactory results by the use of petrol " [gasolene]
" certain portions of the distillate of crude petroleum,
such as cosinos oil " [which is another petroleum]
" vegetable oils, such as paltn oil, cottonseed oil, linseed

oil, and animal oils, such as lard oil, and oil squeezed
from beef fat." [All kinds of oils ; the three kingdoms
of oils : animal, vegetable and mineral.]

" Q. 111. Have you been successful in the use of

eucalyptus oil ? A. Yes.
" Q. 112. Is the petrol to whicli you refer the distil-

lation product of petroleum, sometimes known as 'gas-
olene' ? A. The petrol I refer to is one of the lightest

constituents of crude petroleum. I do not know whether
gasolene is the same material.

" Q. 113. The petrol you refer to is the distillation

product commonly used in internal combustion engines,
such as automobile engines, is it not ? A. Yes. It is

known as .680 spirit.
" Q. 114. Is the ' paraffine ' referred to in Higgins'

report, March 16, 1905, the same as lighting oil or

kerosene ? A. Yes.
" Q. 117. Can you state what the smallest quantity

is of eucalyptus oil that will produce a froth, operating
upon, say, some one of the Broken Hill ores with which
you have experimented ? A. The smallest quantity of

eucalyptus which I have found in my exjDeriments with
Broken Hill ore to give a satisfactory concentration as

a froth, is half a pound to the ton of ore.

" Q. 118. Would you obtain equally good results on
that same ore using one-half pound of Cosmos oil ?

"

—

[That is, mineral oil.] " A. Si^eaking from memory, I

believe the results on Cosmos oil ma}' have been a little

lower when such a quantity of oil was used.
" Q. 119. Will Cosmos oil in an}' quantity give as

good a recovery as eucalyptus oil ? A. Yes, I think so.

" Q. 120. You would have to use more of the Cosinos

oil than eucalyptus oil ? A. 7 a7n not ce?'tain that 1

should do so. I have not made comparative experi-

ments with these two oils, and it is possible that the

same results might be obtained in di-fferent periods of
time for the agitation " [That is, agitation, longer or

shorter].
" Q. 121. What is Cosinos oil ; that is, what is its

origin and what is it used for? A. It \^ petroleum dis-

tillate, sold for lubricating purposes.
" Q. 122. Is it what is sometimes called cylinder oil ?
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" A. I do not know. I tbiuk it is more iu the nature

of a valve oil.

" Q. 123. Is the Cosmos oil the Standard Oil Com-
pany's Cosmos oil ?

" A. Yes, the samples were obtained from their

Loudon firm, the Anglo-American Oil Company."

So plaintiffs' own witnesses admit that mineral oil alone

will produce a froth and is useful iu that process.

Judge Morrow : The production of froth, and the affinity

for metalliferous contents of the ore difi'er?

Mr. Bull : Yes.

Judge Morrow : They are uot the same ?

Mr. Bull : There are oils that will produce a froth that

have no affinity whatsoever, and of course cannot be used.

What you need is both. You must have frothing, and you

mast have affinity.

Judge Morrow : If oil produces froth, and has an affinity

for metal, that is the best oil ?

Mr. Bull : Yes ; or a mixture of oils which contaiu those

two qualities, because they almost all use mixtures. A mixture

that contains those two qualities properly balanced is the best

oil for that particular ore.

Dr. Sadtler, defendant's witness, also testified concerning

kerosene. I shall not stop to read what he said, because I see

my time is getting very short. You will find it quoted iu my
memorandum, which I have handed up. He states that some

kerosenes won't raise a froth. In his experience, three out of

four kerosenes will produce froth, and one kerosene out of

four will not produce froth.

Defendant's witness Janney made a series of full mill tests,

of 24 hours each, using as oil a mixture such as the defendant

uses—that is, one-quarter vegetable and three-quarters mineral

oil—or a proportion somewhat like that—and obtained certain

results. Then he used alone the vegetable-oil coustituent of

that mixture and obtained certain results. Then he used

alone the mineral-oil constituent of that mixture and obtained

certain results. The results of these tests shows that the

mineral -oil constituent of the mixture used alone gave as high

recoveries as did the vegetable-oil constituent of the mixture

used alone, but when the two oils were used together, as we
use them, he obtained higher recoveries than by the use of

either of the separate constituents of the mixture.



22

Defendaut's wituess Wicks describes what happened in

his plant employing a mixture of vegetable and mineral oils

like that employed by the defendant, where by some fault of

the machinery the supply of mineral oil was shut off. He
said the froth immediately disappeared, and he searched

around to find the cause. That was the first knowledge he

had of the fact that something had gone wrong. He found all

that had gone wrong was that the supply of mineral oil had

been shut off.

Defendant's witness Punchon described similar occur-

rences at another mill.

So we say there is no justification for the present conten-

tion of the plaintiffs that mineral oils have no frothing

capacity. What we use is a mixture in which we obtain the

desired percentage of frothing quality combined with the

highest possible aflSuity for metalliferous matter.*

* After the argument certain experiments were made in Court by plaint-

iffs in bar-mixers for tlie purpose of proving that the mineral-oil constituent

of defendant's mixture when used alone will not produce a froth with de-

fendant's ore. These were criticised by us because the volume treated in a

bar-mixer is so small and the depth of liquid so insignificant that the foaming

qualities of the contents is very largely masked and affords uo fair indicatioa

of what happens in commercial machines.

In the first bar-mixer experiment (called No. 6) 0.1% of kerosene alone

was added to defendant's ore. After agitation the Court observed that an

excellent froth was produced. There then was added to what was already in

the bar-mixer, 0.1% of pine oil ; and after agitation the Court observed that

the same froth as before was produced, but its amount was somewhat increased.

This experiment completety disproves plaintiffs' contention that kerosene

alone will not produce a froth, and will not in a mixture contribute to the

production of froth.

In the second bar-mixer experiment (called No. 7) there was added to

defendant's ore a mixture of Jones' fuel oil and kerosene in the proportion

in which these oils are used in defendant's mixture, and in an amount

equivalent to that present in defendaut's machines, so there was in the bar-

mixer the entire mineral-oil constituent of defendant's mixture. After

ao-itation the Court observed that an excellent and voluminous froth was pro-

duced. This experiment completely disproves plaintiffs' contention that the

mineral-oil constituent of defendant's mixture does not produce a froth with

defendant's ore, and completely establishes what we offered to show (but

were not permitted to show) that in our commercial machine (the Janney

machine) the mineral-oil constituent of defendant's mixture will produce

voluminous froth with defendant's ore. Finally, there was added to what

was already in the bar-mixer, 0.2% of pine-oil, which is the amount pres-

ent in defendant's mixtnre, and after agitation the Court observed that the

same froth as before was produced, but the amount was somewhat increased.
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I shall devote my remainiug few minutes to discussing

Mie disclaimer which was tiled after the decision of the Su-
preme Court was banded down.

We contend, may it please the court, that the plaiutifi's

have no right to maintain this suit because they have—to

quote the language of the statute— " unreasonably neglected

In the third bar-mixer experiment (called No. 8) 35^^ of kerosene was
added to defendant's ore, and after agitation the Court observed

that an excellent and voluminous froth was produced. Subsequently,

there was added to what was already in the bar-mixer 0.1",, of

pine-oil ; and after agitation the Court observed that the .same

froth as before was produced, but its amount was somewhat in-

creased. The froths produced in this experiment did not differ from the

froths produced in the other experiments, except in that they were more oily

in appearance—as they must necessarily be, owing to the fact that a larger

proportion of oil was used. This experiment, therefore, disproves the con-

tention of plaintiff's witnesses that a large percentage of kerosene will not

produce a froth, and it verified the statements of defendant's witnesses that

it will produce a froth.

I may say a word here concerning the experiments which defend-

ant made at the same time : After agitating defendant's ore in a Gabbitt mixer
with 0.2% of pine-tar oil. and producing a froth, defendant then added to

what was already in the machine, enough of the same oil to bring the quan-
tity up to 1.6"o <>u the ore. and the Court observed that after agitation the

same froth as before was produced, but n\ larger quantity. An analysis of

this froth is in the record (Deft.'s Exh. 304, Test No. 36, Vol. IX., p. 5543),

which shows that the zinc content was raised from 14.7% to 33.90%, and the

gangue content (" Ins.") was reduced from 67.0% to 31,20%. The test

itself is described. Vol. I., p. 3353, Qs. 150 to 157. Defendant offered then

to double the quantity of the same oil, making it 3.2% on the ore, but

was not permitted to do so. This experiment proves that but for the very

limited supply of vegetable oils obtainable and their relatively high cost,

defendant could perfectly well use a straight oil in quantities above one per

cent., instead of using a mixture composed largely of mineral oils, which are

relatively cheap and the supply of which is unlimited. This experiment also

casts a weird light on statements made by the plaintiffs to the Supreme Court

which are quoted in our brief.

The second experiment performed by defendant consisted in agitating

defendant's ore with defendant's oil mixture in a miniature of defendant's

commercial machine (the Janney machine). The contents of the machine
were, therefore, the same as those in the second stage of the second bar-

mixer experiment above referred to. The amount of froth produced in the

Janney machine was many times as great as that produced in the bar-mixer

with the same ore and oil pre.sent, thus demonstrating our contention that

bar-mixer experiments give no fair indications of the froth-producing

capacity of an oil under commercial conditions, and explaining why we
wished to repeat in the Janney machine the first stage of the second bar-

mixer experiment.
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or delayed " to file a suitable disclaimer as to those claims

of the patent which were held invalid by the Supreme Court ;

or, in other words, to those claims I have called the " small-

quantity claims."

The patent, when it was before the Supreme Court, was

good in part and bad in part. It was good in so far as the

fraction-of-one-per-cent. claims were concerned, construed as

the Supreme Court has construed them. It was bad in so far

as the small-quantity claims were concerned.

At common law one could not maintain a suit at all on a

patent which was good in part and bad in part. Such a pat-

ent was wholly bad. That is the way the law stood in this

country until 1837. In the year 1837 Congress passed what

are known as the disclaimer statutes, to mitigate the rigors of

the common law. By those statutes Congress said that one

whose patent is in the condition of plaintiffs' patent in this

case, in which there are valid claims and invalid claims—good

parts and bad parts—where the defect arises from the fact

that the patentee claims too much—where the defect is an

overclaim—the patentee may correct it by merely filing a

paper in the patent ofiice which is called a disclaimer, by which

he relinquishes his claim to that part which he has claimed

without right ; and that if he does not unreasonably neglect or

delay to file such a disclaimer, he may maintain a suit—some-

thing he could not do before—on the patent while it is

good in part and bad in part. The two disclaimer sections

are 4917 and 4922. I think it is necessary only to read Sec-

tion 4922, which will be found at page 72 of my brief.

" Sec. 4922. Whenever, through inadvertence, acci-

dent or mistake, and without any willful default, or in-

tent to defraud or mislead the public, a patentee has, in

his specification, claimed to be the original and first in-

ventor or discoverer of any material or substantial part

of the thing patcmted, of which he was not the original

and first inventor or discoverer, every such patentee,

his executors, administrators and assigns, whether of

the whole or any sectional interest in the patent, may
maintain a suit at law or in equitv', for the infringement

of any part thereof, which was bona -fide his own, if it is

a material and substantial part of the thing patented,

and definitely distinguishable from the parts claimed
without right, notwithstanding the specifications may



25

embrace more than that of which the patentee was
the first inventor or discoverer. But in every such
case in which a judgment or decree shall be ren-

dered for the plaintiff, no costs shall be recovered unless

the proper disclaimer has been entered at the Patent
Office before the commencement of the suit. Bat no

patentee shall he entitled to the benefits of this section if he

has unreasonably neglected or delayed to enter a dis-

claimer^

What are the benefits of that section ? The benefits of the

section are that one may maintain a suit on a patent which is

good in part and bad in part, something which could not be

done at common-law. But he loses that right if he " un-

reasonably neglects or delays to file a disclaimer."

We say that the plaintiffs in this case have unreasonably

neglected or delayed to file a disclaimer, and that they have

thereby lost their rights to maintain a. suit on this patent,

which is still, we say, good in j^art and bad in part. Because,

we say, the disclaimer which they filed is not a disclaimer in

fact ; it is a disclaimer in form only, because it does not cancel

the overclaim ; it is therefore a nullity ; and therefore no dis-

claimer in contemplation of law has been filed.

What the plaintiffs might legitimately have done after th&

Supreme Court declared the small-quantity claims invalid,,

was to file a disclaimer erasing those claims from the patent.

They did not do that. They might, perhaps, have filled a dis-

claimer limiting them to a small fraction of one per cent., as

the other claims were limited. They did not do that. What
they did was to tile a paper called a disclaimer, the essential

part of which reads as follows— it is printed on the back of the

patent :

" Your petitioner, therefore, for the purpose of com-
plying with the requirements of the law in such case
made and provided, and of disclaiming those parts of
the thing patented which your petitioner does not
choose to claim or hold by virtue of said Letters Patent
No. 835,120, does hereby disclaim from claims 9, lOand 11
of said Letters Patent No. 835,120, any process of concen-
trating powdered ores excepting where the results obtained
are the results obtained by the use of oil in a qxiantity

amounting to a fraction of one per cent, on the ore."
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What does tbat mean ? They tell ns in their brief what it

means. At page 51 of the supplemental brief, they say :

" Thus claim 9, since the entering of the disclaimer,

is, in contemplation of law, only for the process of con-
centrating powdered ores, which consists in separating
the mineral from the gangue by coating the mineral
with oil in water containing a small quantity of oil

"

[you see "small quantity " is still in there] " agitating

the mixture to form a froth, and separating the froth,

lo/ien the results obtained are those obtain ed by the rise of
oil in a quantity amounting to a fraction of one 'per cent,

on the ore.''

In other words, what their claim now means, in plain English,

is this :
" We still claim the use of more than one per cent, of

oil, where the results obtained are the same as if /e6'6' than one

per cent, of oil were used."

Those claims are still as broad as they were when they

were condemned by the Supreme Court, because claim 9 was

from the beginning limited to the production of the froth of

the patent in terms. Claim 9 differed from claim 1, as I show

by parallel columns in my brief, only in respect of the fact

that the former specifies a " fraction of one per cent. " and

the latter specifies a " small quantity." And these claims 9,

10 and 11 are still for a " small quantity " of oil. They still

claim a " small quantity " of oil, when the results produced

are the same as if a fraction of one per cent, were used.

Plaintiffs justify by saying that the language of the dis-

claimer conforms with the words of the Supreme Court de-

cision ; BUT IT DOES NOT. What the Supreme Court said was

that the patent must be confined to the " results obtained by

the use of oil within the critical proportions.^' What the dis-

claimer says is that the claims are confined to results which

are like those obtained hy the use of oil within the G?'itical pro-

portions—WHICH IS A VERY DIFFERENT THING.

[17391]
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May it please the Court, it seems to us that the decision

of the Supreme Court, which is, of course, controUing on most

phases of this situation, is very clear, so clear that its meaning

can not be clouded even by the great ingenuity of counsel.

But it is fortunate that there is one thing in that decision

as to which there can be no question whatever and that

stands as a firm basis for the discussion between these con-

testing litigants, and that is this, that Claims 9, 10 and 11 of

the patent in suit were declared invalid. The other claims

in issue were sustained, but those claims were declared to be

invalid. And why? It was not for any vagueness; it was not

because of their form or for any artificial expression that the

Court did not like. It was because these claims were not for

the specific thing that the Court found to be new with these

inventors, namely, the use in a process of this character of the

"critical proportions" of oil, which those inventors, as the

Supreme Court was persuaded, had discovered to lead to most

remarkable results. That limitation was not in those claims

;

hence Claims 9, 10 and 11 were invalid. And yet those claims.



referring to the process aptly and in all other respects, differed

from the claims that were sustained merely because of the use

of the phrase " a small quantity " instead of the corresponding

phrases of the other claims, which some in terms and all as the

Court construed them were specific to the minute and critical

proportion of oil shown by the testimony and asserted in the

patent and in argument to be essential. Now, of course, that

phrase "a small quantity" was apt for one-tenth of one per

cent ; it was apt for five-tenths of one per cent. There is no

doubt about that. But they were also apt for somewhat larger

quantities and the Court said that those claims were bad

because the invention did not extend one iota beyond the speci-

fic "critical proportions" of oil, which "critical proportions"

were not properly defined by " a small quantity ", which might

be argued to include a quantity not large, but beyond this criti-

cal amount. The patent was not valid for "a small quantity
"

if beyond this critical amount.

I shall come back to the patent later, but now ask your

Honors to note the way in which the Supreme Court deals with

the question as to what actually was this "critical proportion"

of oil to which the patent is limited. It does not say that that

somewhat vague phrase "a fraction of one per cent", which

appears in some of the claims, was a sufficient indication of

the scope of the patent. What fraction of one per cent is

intended ? It finds that " the critical proportions " of oil to

which the patent is limited (so that Claims 9, 10 and 11 are

invalid because not being restricted to those " critical propor-

tions") are those "often described in the testimony and in the

claims of the patent as ' critical proportions ' amounting to a

fraction of one per cent on the ore". It plainly indicates that

the proportions " often described in the testimony " and the

proportions which are referred in some of the claims as

" amounting to a fraction of one per cent on the ore " are one

and the same. It follows that the " fraction of one per cent

"

to which the patent is limited is not every fraction, however

large, but only that particular range of small fractions of one



per cent " often described in the testimony " with perhaps the

very large expansion of those fractions named as extreme

limits in the specification and some of the sustained claims

(from two one-hundredths of one per cent to five-tenths of one

per cent).

What was the " testimony " to which the Court referred ?

Your Honors will bear in mind all through the consideration

of this case that the " critical proportion " of oil, in the process

as practiced commercially, was absolutely fixed in the testi-

mony in the case before the Supreme Court, as from one

pound of oil to the ton of ore (which is five-hundredths of one

per cent) to four pounds per ton (which is two-tenths of one

per cent). All the plaintiffs' witnesses, including the plaintiffs'

engineers and the inventors themselves, testified that those

were the limits in practical operation. There was no dissent

from Mr. Kenyon's proposition to the Supreme Court that the

invention was not present if one per cent of oil was used;

that the invention only began to appear, when as little as five-

tenths of one per cent was used ; that it was first really present

when three and two-tenths of one per cent was used and con-

tinued down to the use of two one-hundredths of one per cent.

And the testimony was also clear to the effect that those were

the limits in the case of all known oils. There was never in

the Hyde record any thought of any discrimination between

mineral, vegetable and animal oils, between petroleum oils and

pine oil, for example, any more than there was any thought of

such discrimination in the patent ; for that patent is void, ab

initio, if there is anything in the argument of Mr. Kenyon

to which your Honors have listened, supported by Mr. Garri-

son, to the effect that petroleum products like fuel oil and

kerosene are not oils of the patent, that certain oils only of

those which have a "preferential affinity to metalliferous mat-

ter" are to be taken into account as useful in the patented pro-

cess. Can a patent stand which says that, to practice the

invention, you may use all oils that have a preferential affinity

for metals as well as fatty acids and other substances, when
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as a matter of fact, as the plaintiffs now contend, only certain

of such oils can be used and you must hunt through the entire

list of such oils, fatty acids and other substances to find which

oils will do the trick, the patent itself giving no hint as to how
you are to find such oils? Of course not. That would be no

such disclosure as the patent law requires.

There was a similar situation in the case of the Incandes-

cent Lamp Patent, 159 U.S. 465, where the patent was de-

clared invalid because the claim was for a lamp filament of

"fibrous or textile material", and the patentees did not tell

how to find such materials or to recognize them when found.

The patent, while specifically mentioning " paper", practically

directed the reader to hunt through the universe and if he

contrived to find fibrous or textile material that was useful for

a filament, the patentee proposed to take away from' him the

night to use it. Here they do mention oleic acid, which the

defendant does not use, as a mere illustration of an oily sub-

stance. But it is an illustration only. What the plaintiff

now contends is, that many oils are not useful for a flotation

process and that the fuel oil or kerosene which we use is not

an oil of the patented process at all. I should judge from

their talk that plaintiffs would contend that there are com-

paratively few oils which one can use in such a process.

If that is so, the patent is fatally defective, for it does not give

the information necessary to enable the public to know what

oils to use and what not to use.

But the fact is that this is an after thought. The patent is

clear. It says that one may use any "oil, fatty acid or other

substance that has a preferential affinity for metalliferous mat-

ter "
; and the plaintiffs must be held to that. When, therefore,

we use fuel oil or kerosene, among other oils, we are using

exactly what the patent tells us to use and our rights in this

controversy are to be determined in view of the fact that we

use far beyond the " critical proportions " of oil, not oleic acid,

but other oils, whether pine oil, fuel oil, kerosene or anything

else. There is no basis for the plaintiffs' argument that some



oils are more " frothing " than others and that the patent deals

only with frothing oils. The patent and the Hyde record say

nothing on this subject and the contention that a part of our

oil is to be ignored because it does not happen to be what the

plaintiffs call a "frothing oil" (although it does make a froth

and is commonly used in frothing processes as the record and

our brief abundantly show) is entirely unfounded.

In studying the record your Honors will be interested to find

the innumerable combinations of oils and fatty acids that have

been employed for the separation of minerals by flotation in dif-

ferent mining operations. The fact is that every ore must be

studied and experiments made to determine what oil or com-

bination of oils is best for use with that ore; and engineers

differ in their views. Some engineers prefer a mineral, some

a vegetable or other oil and other engineers prefer specific

combinations of oils that appeal to them.

There is nothing in the proposition that fuel oils, kerosene

and other mineral oils which have been so generally used in

frothing processes as the record shows, are not among the pre-

cise oils which the patent says are to be employed in carrying

out the alleged invention. In getting up his oil formula, every

engineer selects his ingredients in view of the particular prob-

lem before him. It may well be that some oils make more of

a froth than others. It is equally true that some oils have a

greater preferential affinity for metals than others. Each en-

gmeer makes that combination of oils that will secure the froth-

ing and utilize the preferential affinity to best advantage in

dealing with the particular ore which is to be treated; and,

of course, in each locality the question of the oil that can be

obtained and its price in that locality are of the utmost im-

portance and must be considered by the engineer in making

his combination.

I will go back a little, if your Honors please. It is rather

interesting to glance, even at this late stage of the litigation,

at the state of the art. The patent, of course, recognizes that

everybody has known — it has been conceded here by counsel



that everybody has known it for a great many years— this

matter of the preferential affinity of oil, of all oils for that

matter, for minerals. I will not waste time showing that to be

true, because it is conceded. It had also been as definitely

known, long prior to the invention of the patent in suit, that

one could generate bubbles of gas or air in a pulp made up of

ore, oil and water, and that the oil would coat the mineral par-

ticles and the bubbles attach themselves to the oil coated

mineral particles and carry them to the surface of the pulp.

That had been known for a great many years. Until the last

very few years, however, this knowledge had not been utilized

commercially to a very large extent, but it had been known.

These three patentees, Picard, Sulman and Ballot, were

associated in a great engineering concern in London and had

been working on this sort of a mineral separation problem for

years, agitating ore, oil and water in a pulp. The way this

invention happened to be made was that these three men,

working on a method devised by Cattermole, told Mr. Higgins

to try a lot of experiments, to work to the limit in finding out

exact facts, among other things to study the action with such a

pulp when less and less quantities of oil were used down to the

"vanishing point". He did what they told him to do and

made what they now say was the remarkable discovery that

when only a minute quantity of oil was used, from one pound

to the ton of ore (.05 per cent) to four pounds to the ton (.2 per

cent), according to the testimony, or from .02 to .5 per cent,

according to the wide range stated in the patent, a marvelous

new process had been discovered.

Now, Mr. Picard and Mr. Sulman had known for many years

the other fundamental important thing, namely, the utility and

efficiency of bubbles of air or other gas as an agency for lift-

ing oiled metallic particles to the top of a pulp made up of ore,

oil and water. Mr. Sulman says on page 1603, Vol. 4 of the

record, in answer to questions of his counsel :
—

" Q.3. Will you please state when you first learned of



the use of oil or fatty matter as a means of separating part

of the constituents of an ore by flotation ?

A. I first learned of the use of oil to separate particles

of mineral of an ore by flotation due to the buoyancy of

oil in about June, 1894.

Q. 4. Will you state when you first learned of the use of

oil or fatty matter in connection with the supplemental

action of a gas as a means of floating parts of the constitu-

ents of an ore, the ore being suspended in water as a

pulp?" (That, may it please the Court, is a pretty good

description of the fundamentals of this process.)

"A. I first learned of the concomitant use of a gas with

an oily substance and as an essential concomitant to flota-

tion about July, 1903."

The invention of the patent in suit was made in the Spring

of 1905.

" In this answer I do not refer to the more or less acciden-

tal presence of some air bubbles in the Elmore oil buoyancy

process",-— that is there were bubbles also there —"but

prior to this I had noticed the tendency of oiled mineral to

float at a water surface or when brought into contact with

bubbles of air during the prosecution of researches into

the Cattermole process."

On the next page, 1604, the question was asked him :
—

"Q.6. I understand from your answer to question 4

that about July, 1903, you had learned of the intentional

use of a gas with an oily substance to produce flotation.

If I am correct in this will you describe the process so

referred to ?

"A. A pulp of the ore containing the mineral which it

was desired to separate was mixed with a small quantity

of oil insufficient to float the mineral by the buoyancy of

the oil alone and mixed suflficiently to ensure the attach-

ment of small quantities of oil to the mineral."
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This is what he knew two years before the date of the inven-

tion of the patent in suit.

" A gas was then Hberated in or generated in the pulp so

prepared and it was found that such gas had a tendency

to attach itself to the oiled particles. If air were used this

was liberated by blowing a stream of bubbles through the

mixture in several ways, and if a gas other than air were

employed this was generated in the liquor by chemical

reactions or by electrolysis."

May it please the Court, such were the bases of this process

which is patented in the patent in suit, and it shows that the

Supreme Court was right when it followed this Court in saying

that there had been so much done in the study of the relations

and actions of air, gas, bubbles, water and oil, in the separa-

tion of minerals, that the step from the prior art to the inven-

tion of the patent in suit was " not a long one ", wherefore the

patentee must be limited to the thing which they said so em-

phatically was the secret of the whole invention, that is, the

use of only the critical amount of oil, at the outside not over

five-tenths of one per cent of the weight of ore. In the record

(Vol. IX, p. 5306), your Honors will find that Mr. Kenyon as-

serted to the Supreme Court that in the Hyde case the inven-

tion is not present when " as much as one per cent of oil" is

used ; that it is just foreshadowed when five-tenths of one per

cent is used and is not really present until you get down to

three-tenths of one per cent. He stated emphatically that there

is no infringement if " more than one-half of one per cent of

oil" is used.

Your Honors will therefore bear in mind that there was

nothing new in the bringing together of ore, bubbles, oil and

water for flotation purposes ; that the
'

' preferential affinity of

oil for metalliferous matter " and the efficacy of bubbles to

promote flotation, were well known. Everything was known

except the value of using only the " critical " amount of oil and

the unforeseen results which followed from that use. In the



Cattermole process with which these inventors had been expe-

rimenting for many years, it was the same old situation. Cat-

termole used oil and in " small quantity ", but not in the " criti-

cal proportions " of the patent in suit. He and Sulman and

Picard in practicing his method were not seeking to get flota-

tion, although the record shows that they always had " froth ",

but by proper manipulation and by agitation, which they them-

selves show was sometimes just as great as the agitation under

this patented process and which was performed by just the

same apparatus, namely, the Gabbet mixer— they undertook

to bring these elements, the oil, air, water and mineral, into

such relations that the conjoint effect brought about by their

manipulation of them would be the formation of grains of metal-

liferous matter ; that is, the oil would smear the metalliferous

particles and would coagulate the grains together, in which case

they would be heavy and would drop so that they could be taken

out at the bottom of the tank instead of at the top as is done

with the patented Flotation Process. They finally introduced

the Cattermole process into commercial use in Australia, but

they hoped to improve it. Therefore they started in to experi-

ment in a scientific fashion, utilizing their laboratory resources

and their great experience with the view of determining all the

conditions and all the relations of the elements with which

they were working. They put up to Mr. Higgins seven lines

of investigation, one of which was to try all quantities of oil

down to the " vanishing point " as they say.

There is one thing I ought to say here in dealing with the

Cattermole actions. There had been froth from start to finish

in the Cattermole process. The witnesses repeatedly talk

about that froth as appearing in their experiments and work.

Apparently, the great problem given to Mr. Higgins was to

study and develop the influence of the various amounts of oil

that might be used in this Cattermole granulation process

which, as I have stated, always produced some froth. The
results of his experiments are on page 1109 of Volume 3 of the

record. He started with a normal amount of oil such as he
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had used in his Cattermole experiments, say, three per cent of

the weight of the ore, and then used less and less oil, varying

his conditions somewhat. He always had froth, or " float", as

he sometimes called it. He worked with oleic acid as his oily

material, that being the type of oil which he had hit upon for

his Cattermole work. When he used three per cent of oleic

acid, there was very little float ; but there was always some.

When he had 1.5 per cent, there was rather more float. When
he got down to .32 per cent of oil, then the " float vastly in-

creased". When he went down to .10 per cent on ore, the

float again " vastly increased ". He had then realized the pres-

ent invention, as Mr. Kenyon told the Supreme Court. That

is about the limit of advantage. As a matter of fact, he went

down to .002 of one per cent, but that is a " little worse ".

At this point I would like to read from the report that goes

with that Table and say a word or two about it. This Table

shows the genesis of the invention which was a pure modifica-

tion of the regular Cattermole practice. There is no indication

that Higgins did anything new in this work except to vary the

percentage of oil. In all other particulars, including agitation,

he did exactly what he had always done during the whole

period of the Cattermole experiments. He says. Volume 3,

page 1108: —
" The effect of diminishing the percentage of oleic acid

is to alter the type of oiling ; the higher percentages pro-

ducing granules and the lower ones froth. 6 per cent

of oleic acid on the mineral "— which in this particular

mineral would be 3 per cent on the ore
—

" is sufficient to

form good granules "— How about froth ?

—

"without much

froth ". The froth is there. '' This froth consists of insuffi-

ciently oiled mineral mixed with large quantities of air."

That air was undoubtedly in the form of bubbles because

of the agitation with the Gabbett mixer. "As this per-

centage of oleic acid is decreased, the time for clean up of

the sands is increased and more froth is formed. 0.62 per

1
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cent oleic acid on the mineral is insufficient"— that is, .31

or .32 per cent on the ore—" to form any granules ", that

is, the point is reached where the quantity of oil is not

enough to bring the oiled particles together in a bunch,

where granulation stops. " Nearly the whole of the mineral

comes to the surface, on stopping the cone, as froth."

We have then, in the series of experiments which resulted in

the alleged invention of the patent in suit, " froth " or " float

"

developed at every stage whether three per cent or one-tenth

per cent of oil was used. The plaintiffs contended in the Hyde

case and now contend that the "froth" developed when the

minute quantity of oil was used was an utterly different thing

from other froths. Can anything be more absurd than such a

proposition ? Is it not certain that the froth was the same in

character throughout the range, differing only as was inevitable

because of the fact that different quantities of oil were used in

the different experiments ? And is it not clear that this Court

in its former decision was right in holding that this froth which

Higgins got, whether he used three per cent of oil or one-half

of one per cent, was the froth of Froment, of Kirby and of

Everson ? I respectfully submit on this record that those froths

were all essentially the same, differing from the others in each

case only as a special quantity or kind of oil or the special

degree of agitation employed in that case caused them to differ

from the others. The underlying structure and character of

the froth must necessarily always have been the same.

The Supreme Court expresses no difference with this Court

on this point. Of course, in some instances there was more oil

and in those cases there were all the incidental characteristics

that arose from the presence of more oil ; in some instances

more agitation with the resulting difference due to the degree

of agitation. Today our froth is like the froth of plaintiffs' pat-

ent or that produced by the plaintiffs' licensees when they use

minute quantities of oil exactly (and in no other sense) as it is
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like the froth of the prior art ; but our froth is oiHer than the

patent calls for, oilier than is used by the plaintiffs' licensees

and, being an oilier froth, undoubtedly has every single inciden-

tal difference which results from the use of more oil. Some of

the froths of the prior art were still oilier and had character-

istics based upon that fact. Fundamentally, however, all

froths brought about by the agitation of ore, oil and water,

with the inevitable development of air bubbles that accom-

panies that agitation, must be the same in character and in

underlying organization. But for the purpose of this case it is

the fact, so clearly and definitely settled by the decision of the

Supreme Court that there can be no dispute about it, that

over and beyond its fundamental character and properties, the

froth produced when one-tenth of one per cent of oil is used

differs from the froth produced when over five-tenths of one

per cent of oil is used in essential particulars, due to the use of

the critical proportion of oil, and necessarily incidental to that

use, which the Supreme Court found to give character to the

plaintiffs' invention, so that no one using more than five-tenths

of one per cent of oil has what the Supreme Court found to be

the contribution of the patentees to the art.

The froth produced by the Cattermole process, while gener-

ally speaking the same as that of the patent in suit in that it

was brought about by the agitation of oil, air, ore and water was,

as the Supreme Court has settled, different in that the special

incidental qualities that followed from the use, in the patented

process, of only the " critical proportion " of oil, a quantity not

sufficient to granulate as Cattermole wished to do, involved

results which the Supreme Court found to be of large import-

ance.

So with the froths of the prior art,— Froment, Kirby, Ever-

son and the rest— which were exhibited to this Court at the

other hearing and to the Supreme Court. They were the

same froths, generally speaking, but each had the characteris-

tics inevitably imposed by the use of some particular propor-
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tion of oil. The Supreme Court had those froths in mind in

finding that the step taken by these patentees, namely, the

use of the " critical proportion " of oil to which the patent is

limited " was not a long one". Mr. Kenyon told the Supreme

Court that he could not distinguish these froths of the prior art

from the froth of the patent ; but the Court accepted his further

statement that the mill man knew the difference because when

the critical proportion of oil was used great results followed.

Now, our froth is beyond question in the class of those prior

art froths under the classification established by the Supreme

Court, because since the decision in the Hyde case we have

used, not the " critical proportions " of oil but over one-half of

one per cent, in fact, generally of late years over one per cent

of oil. If our froth as produced since early in 1917 had been

exhibited before the Supreme Court, plaintiffs would have been

forced to say that it was a froth of the prior art even if one

could not so conclude merely from looking at it. The Supreme

Court accepted their argument and determined in the clearest

possible fashion that these patentees made a perfectly definite,

specific, clean-cut discovery that when the proportion of oil

used gets near to the "vanishing point", you get the maxi-

mum of that froth. That is the discovery; that is the thing

they patented ; that is what the Supreme Court has directed

the courts of the land to secure to the plaintiff. The patent

is not for " froth ", but for a process, limited to the use of oil,

in the defined "critical proportions".

Neither in the patent nor in that whole Hyde record, upon

which the finding of the Supreme Court was based, will your

Honors see one suggestion that in practising the invention we

have to consider special oils or oily substances ; that fuel oil or

kerosene is less effective or pine oil more effective or anything

of the sort. The patent and the Hyde record, raise no question,

make no requirement as to the kind of oil that is to be used

except that the oil must have a " preferential affinity for metal-

liferous matter", which fuel oil and kerosene certainly have—
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no one denies that. It does not necessarily follow that there are

not some oils somewhere that are of such a peculiar character

that they will work in the process better or worse than others,

even if they have an affinity for minerals. But oils as a class

have the required preferential affinity and therefore the use of

any such oil is contemplated. And the patent sets forth that

with every metal and with every new condition we have to ex-

periment to find exactly how to apply the process. We must

experiment and with oils as with everything else. Oleic acid is

apparently no longer used. Fuel oil and kerosene and other pe-

troleum products are used in a large number of plants. When
your Honors come to read the record, you will be interested to

find the indefinite number of combinations and permutations of

oils that have been tried and are today being tried to meet differ-

ent conditions. One witness testified to trying about a thou-

sand experiments in different combinations of oils. And, may it

please the Court, when engineers deal with these combinations,

what is it they are after ? Is it merely to try and get a froth ?

Of course not. To merely coat minerals ? Of course not. It

is to try to get a process that they can use successfully on the

ore with which they are dealing. And they compromise on

every feature of the process. They compromise on the pro-

portion of the water and of the acid and of the oil ; they com-

promise on the kind of oil or oils to be used ; they compromise

on the quantity of oil to get the best possible average result.

It goes without saying that we cannot have a froth unless we

have something to make the froth, unless the oil will froth. But

an oil that froths may be one that will not smear the mineral

properly and, on the other hand, it may be that there are some

oils that will smear minerals properly, but will not give the

highest or best froth. What are we told to do by this patent ?

Is it not this and this only ? To take this large class of oils that

have a preferential affinity for minerals and experiment and

select from them intelligently, as practical men do, and we shall

have no difficulty in finding exactly what we need for any par-
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ticular problem, provided we use only the " critical proportion
"

of the oil.

The Hyde record shows that the plaintiffs and their licen-

sees were very careful always to come within these ''critical

proportions ". They used from a minimum of .05 of one per

cent to a maximum of .2 of one per cent on the ore ; the pat-

ent says that the upper limit is five-tenths of one per cent.

But there was no talk as to the type or kind of oil ; it was any

and every oil as to which they advanced these propositions.

But more than four pounds of oil (.2 of one per cent) to the

ton were not used in practice and over five-tenths of one per

cent was impossible, according to the Hyde record.

I have not the slightest doubt that if there is anything at all

in this proposition, which the Supreme Court has accepted,

that the employment of this minute amount, critical proportion

of oil, leads to new and patentable results, it all comes right

down to this, that when we use a certain comparatively small

amount of oil, that " critical proportion " of oil fits the conditions

of operation as a whole better than a larger amount. There

are a thousand and one things that are happening in one of

these operations and all sorts of actions and reactions between

the different elements are going on. Each plant is developed

on its own lines and in view of its own problems. Judging

from the record, there is as yet no standard whatever as to the

kind and not much as to the amount of oil that is used. No
two plants, as far as I can see, use the same thing and yet they

all get results.

Having through Mr. Higgins' work made the discovery of the

" critical proportions ", the patentees filed their English applica-

tion in which they referred, as in their United States patent, to

all oily substances which have a preferential affinity to metal-

liferous substances as the thing to use, and, as they had experi-

mented with oleic acid, named that only as a specific illustra-

tion, exactly as in the United States patent. But when they

filed their final British specification, which is always a more

carefully prepared document, they gave one other illustration
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of a specific oil that might be used ; and what was that ? It

was " petrol ", a petroleum product, like fuel oil and kerosene,

but of less specific gravity. It was in fact gasolene. The pat-

entees then had no doubt that petroleum products such as we
use with other oils, were quite the kind required and they said

so by naming "petrol" in their final British specification.

Meanwhile, they had filed their application in the United States,

which was like their first specification in England in that it

mentioned specifically only oleic acid. Let us see what the

language is that was used in their United States patent.

" This invention relates to improvements in the concen-

tration of ores, the object being to separate metalliferous

matter, graphite, and the like from gangue by means of

oils, fatty acids, or other substances which have a prefer-

ential affinity for metalliferous matter over gangue." "

Now, from the argument of my learned brothers, your

Honors would certainly expect, when looking into the patent,

to see right there in the forefront a statement of the impor-

tance of using only those oils and those fatty acids, if there are

any, or other substances, if there are any, which are capable

making a nice, beautiful froth of the peculiar kind which

alone the patentees wanted. That is what might be expected

to be there ; but there is nothing of the sort. And that fact is

significant. It is a circumstance which is sufficient, particu-

larly when coupled with many others, to persuade me, as I

think it will your Honors, that the character of the oil, pro-

vided it has affinity with metalliferous matter, is not material

and has never been thought to be material, that the oils used by

the defendant, all of them, are oils of the patent, and that only

the exigencies of this litigation have forced the plaintiffs to the

contentions that the frothing quality of the oil is alone impor-

tant and that the fuel oil or kerosene which we use (with other

oils) is not just as much the oil of the patent as is oleic acid.

As plaintiffs now argue, the thing which is of prime impor-

tance and that which stands in the forefront of the patented



17

invention is to pick out a specially effective frothing oil.

There was no suggestion in the Hyde case or in any prior liti-

gation or in the opinion of the Supreme Court that, to get

results, we must keep away from oils that are not specially

good froth makers or anything of that kind. The patent only

says to take the critical amount of any oil which has affinity

for metallic particles and in other respects do as was done

with Cattermole.

The patentees proceed (line 28 of the patent) :
" We have

found that if the proportion of oily substance be considerably

reduced— say to a fraction of one per cent on the ore " (what

is a fraction of one per cent on the ore ? It is clearly not

999 TOGO. In fact, as I hope to show your Honors, it can only

be a fraction of not over .5 one per cent. In the English pro-

visional specification filed about the same time, the patentees

say "a small fraction of one percent"), "granulation (which

characterized the use of more oil in the Cattermole work)

ceases to take place, and after vigorous agitation there is a ten-

dency for a part of the oil-coated metalliferous matter to rise to

the surface of the pulp in the form of a froth or scum. This

tendency is dependent on a number of factors." Then the pat-

entees, at line 70, page 1 of the patent, give the specific exam-

ple which is the complete and binding definition of what they

mean by "a small fraction of one per cent". There they

describe a certain ore which is to be mixed with water, state

the amount of mineral acid or acid salt to be used and say " to

this is added a very small proportion of oleic acid (say from .02

per cent to .5 per cent on the weight of ore). The mixture is

warmed say to 30 degrees to 40 degrees Centigrade and is

briskly agitated in a cone mixer or the like as in the processes

previously cited (Cattermole) for about 2Ho 10 minutes, until

the oleic acid has been brought into efficient contact with all

the mineral particles in the pulp ". They say, line 96, " the

minimum amount of oleic acid which can be used to effect the

flotation of the mineral in the form of froth may be under .1 per
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cent of the ore ; but this proportion has been found suitable and

economical ".

Now, in view of that specification, in view of the testimony

and of the argument which persuaded the Supreme Court, can

there be any doubt as to. what is the " small fraction of one per

cent " of oil to the use of which the Supreme Court has limited

the claims ? In this connection what is said on that subject by

one of the shrewdest and most intelligent of plaintiffs' experts.

Dr. Charles F. Chandler, the "dean of chemists" as counsel

call him, an experienced witness who did all that could be done

in support of plaintiffs' case? He testifies. Volume 2, page 180,

as follows :
—

"42 X-Q. In treating an ore containing eight per cent of

zinc as blende and the remainder consisting of non-metal-

liferous gangue, what would be the maximum and the min-

imum amounts of oil per ton of ore to be used according

to the instructions appearing in lines 28-30, page 1, of

patent No. 835,120, this being the patent in suit? Will

you also apply the same question to an ore containing four

per cent of zinc in the form of blende ?

A. The patent in suit, as I understand it, does not spe-

cify any particular quantity of oil with regard to the per-

centage of zinc present in the ore. The specification sim-

ply gives general indications of possible quantities that

might be found useful. In lines 28-30, to which you refer

in your question, no specific quantity is mentioned. The

inventors simply state, referring to the Cattermole patent

which has just been previously discussed, that four to six

per cent of the weight of metalliferous matter present is

employed, that they have found that if the proportion of

oily substance be considered reduced, say to a fraction of

one per cent on the ore, granulation ceases to take place.

What this fraction of one per cent is, they do not mention.

The only way in which I can interpret this fraction of one

per cent is by referring to other portions of the specification,

where this fraction of one per cent is expressed in figures,



19

for example, at line 81, ofpage 1, of the specification, is the

following statement, speaking of the ore :
—

' To this is added a very small proportion of oleic acid

{say from 0.02 per cent to 0.5 per cent on the weight of

the ore) '.

" That is, from 1/50 of one per cent up to one-half of one

per cent. The specification does not intimate that these

proportions of oil or oleic acid are to be used indiscrimi-

nately on the ores. Special directions are given for pre-

liminary tests with different ores and different oils. Con-

sequently it does not follow from the specification that the

maximum quantity of oleic acid mentioned would be used

on four per cent or eight per cent ores. On the contrary,

it is especially stated, beginning at line 96 on page 1 of the

specification,

' The minimum amount of oleic acid which can be

used to effect the flotation of the mineral in the form of

froth may be under 0.1'/^ of the ore, but this proportion

has been found suitable and economical.'

4:3X-Q. We will refer again to lines 28-30 page 1, of

the specification of the patent in suit, and in connection

therewith I would like you to state whether 9/10 of one

per cent is not ' a fraction of one per cent ' ?

A. It certainly is, but the paragraph does not indicate

that that is the fraction that the inventors refer to. We
have to seek further information in the specification to

ascertain what particular fraction they are referring to by

the expression ' a fraction of one per cent \

So that that fraction of one per cent, may it please the

Court, is, as Professor Chandler says, inevitably less than one-

half of one per cent ; it may be one-tenth of one per cent, but

it is clearly less than one-half of one per cent. We contend

that " a fraction of one per cent " means in the patent and its

claims exactly what Professor Chandler found it to mean,
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namely, a fraction not over five-tenths of one per cent. We
contend that that is exactly what the Supreme Court decided

and that in so far as we have used more than five-tenths of one

per cent of oil (it seems too clear for argument that no infringe-

ment is possible if over one per cent is used), we have not

infringed. We have not infringed, therefore, in any of our

operations since we gave up using minute quantities of oil, a

few days after the decision of the Supreme Court instructed us

as to the true construction of the patent.

The first claim of the patent is as follows :
—

"The herein-described process of concentrating ores

which consists in mixing the powdered ore with water,

adding a small proportion of an oily liquid having a prefer-

ential affinity for metalliferous matter, (amounting to a frac-

tion of one per cent on the ore "), not any fraction of one

per cent, but the fraction they there refer to, namely, less

than .5 of one per cent— " agitating the mixture until the

oil coated mineral matter forms into a froth, and separat-

ing the froth from the remainder by flotation."

There, again, there is no suggestion as to the selection of an

oil because it has more or less " frothing" qualities. We are

to take any oil which has the required affinity for metalliferous

matter and get the froth which comes from the use of that oil.

That represents one class of the claims. That claim and other

like claims were sustained by the Supreme Court.

Now, if your Honors will turn to Claim 9 of the patent :
—

"9. The process of concentrating powdered ores which

consists in separating the mineral from the gangue by coat-

ing the mineral with oil in water containing a small quan-

tity of oil, agitating the mixture to form a froth and sepa-

rating the froth."

That claim and also Claims 10 and 11 which are like it, the

Supreme Court held to be invalid. Using a " small quantity
"

is not enough. To practice the invention or to infringe, the
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critical proportions, as set out in the patent and disclosed in

the testimony in the Hyde case, must be used. It is interest-

ing, may it please the Court, to see that in plaintiffs' efforts to

get that Claim 9 (Claims 10 and 11 are like it in naming a

" small quantity " of oil) sustained in the Supreme Court, they

portrayed to the Court the exact situation existing in this case,

and asked the Court to sustain the three broad claims that

were declared to be invalid in order to protect them in just the

emergency that here exists. Here is what plaintiffs said, and I

read from our brief at page 40 :
—

" Claim 9 is the broadest claim. The amount of oil is

stated to be ' a small quantity '. The process is stated to

include ' coating the mineral with oil in water containing

a small quantity of oil, agitating the mixture to form a

froth and separating the froth'. The essentials of agita-

tion of the ore in powdered form diffused in water in the

presence of a small quantity of oil, so as to form a froth

and thereby to utilize air bubble separation, are set forth,

as well as the completion of the operation of concentra-

tion or separation by separating the froth. The novelty of

the invention as thus defined is unquestionable. Condi-

tions may well arise in the future wherein"— they said

this to the Supreme Court and it was in view of this argu-

ment that the Supreme Court said that claim was invalid —
" conditions may well arise in the future wherein the criti-

cal oil proportion is increased by reason of a useless absorp-

tion of the oil within the pores of a gangue material, or

wherein an oil or a mixture of oils is employed having

unusual characteristics, as a result of which the critical oil

proportion may be one per cent or slightly more. Under

such conditions this and the two following claims (10 and

11) may be necessary to protect the invention".

But the Supreme Court said no ; when that condition arises,

the invention will not be used. The public has a perfect right

to use a small quantity of oil in what is in other respects the
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patented procedure, based on Cattermole. There can be no

claim in this patent that will cover an alleged process unless

the vital point of that process the " critical proportions " of oil

are employed. That was the invention and it was but a single

step from the prior art and not a long one. That was what

the Supreme Court decided, and because it so decided (and on

that ground only) , Claims 9, 10 and 11 were declared invalid.

The effect of the decision was to give to the patentees a monop-

oly of the invention which, as they argued, and as the Supreme

Court found, they had actually made. They control, under

the patent, all the advantageous results that follow from the

use of less than .5 of oil to the weight of ore. We have none

of that advantage. The plaintiffs say that we are losing

money, a million dollars a year, all the time because we do not

use the invention (see our brief, pp. 22-25). We prefer to

stand this loss rather than to pay the plaintiffs the price they

ask for a license to use the invention. We sacrifice the advan-

tages of this invention, because the Supreme Court has said

that the employment of this critical proportion of oil belongs

to the plaintiffs. We get along without it, as we have the right

to do, and pay the penalty, according to the plaintiffs, by

increased cost and reduced profits.

Your Honors now so well understand the nature and charac-

ter of the decision of the Supreme Court that I shall say only

a word further on the subject. The Court's opinion begins

on page 105 of this volume of printed opinions. I will pass

over what they say about the prior art simply with this

remark: I earnestly urge your Honors to start out in the

study of this case, first, from the point of view that Claims

9, 10 and 11 were declared invalid by the Supreme Court

with consequences that are controlling in every branch of the

present case; and, second, by reading the opinion of your

Honors in the Hyde case (page 17 of the volume of printed

opinions), which is a complete and adequate discussion of the

entire situation then before the Court, and which, I respect-

fully submit, is affirmed and accepted by the Supreme Court
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except in a single particular. In this Court's former opinion

will be found a full discussion of the prior art which I do not

think can be improved upon. This Court's view of the prior

art was, I think, clearly adopted in substance by the Supreme

Court, as the basis of its finding, that the "final step" taken

by the patentees " was not a long one " and that therefore the

patent must be strictly limited to the use of oil in the " critical

proportions ", so that Claims 9, 10 and 11 were invalid. This

Court held that the use of a minute amount of oil instead of a

larger amount was only a " question of degree " and therefore

not patentable. The Supreme Court, recognizing, as did this

Court, that the entire alleged invention of the patent resided

in the use of this specific mmute quantity of oil, was per-

suaded that thereby there was produced a new and important

result, differing in kind from what went before. In that re-

spect and in that only it differed from this Court.

On page 108 of the Volume of Opinions, the Supreme Court

says that " the process of the patent in suit, as described and

practiced, consists in the use of an amount of oil which is ' crit-

ical ' and minute as compared with the amount used in prior

processes ". Now, let us stop there for a moment. The in-

vention "consists in the use of an amount of oil which is ' crit-

ical ' and minute as compared with the amount used in prior

processes ". If we do not have that as part of our process we

do not have the invention. It is just exactly as if it was a com-

bination patent for the combination of elements A, B and C.

One who does not use A, does not infringe ; so here, if we do

not use the " critical proportions " of oil, we do not infringe,

whatever else we may do, for that is an essential step in the

process.

The Court proceeds : "and in so impregnating with air the

mass of ore and water used, by agitation — ' by beating the air

into the mass '— as to cause to rise to the surface of the mass

or pulp a froth, peculiarly coherent and persistent in charac-

ter ",— all of which comes, as the plaintiffs then insisted, from

the use of the " critical " amount of oil ; there was no pretense
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that the result could be attained in any other way —" which

is composed of air bubbles with only a trace of oil in them,

which carry in mechanical suspension a very high percentage

of the metal and metalliferous particles of ore which were con-

tained in the mass of crushed ore subjected to treatment".

All these words describing the froth are apt for the froth of

Cattermole and the prior art except that " there was only a

trace of oil " in the patentees' forth and it was more " coherent

and persistent " (a difference in degree only) and except, as the

patentees contended, they got far more mineral in the froth

and by the process. That last is an important difference. An
invention by which one is able to get out an unusually large

quantity of mineral is an important invention. But all this

novelty, merely in degree, in the froth, comes back to the

single point of the presence and action of the new thing, the

use of oil in the " critical proportion " only, which it required

by the patent. As to agitation, that was old in the prior art.

The plaintiffs have asserted here that the agitation in the Cat-

termole process was just the same as in that of the patent and

that the Supreme Court did not imply the contrary, but was

referring to other items in the prior art when it spoke of the

agitation of the patent in suit as being of a special character.

The Supreme Court finally concludes, page 115: "While we
thus find in favor of the validity of the patent, we cannot agree

with the District Court in regarding it valid as to all of the

claims in suit. As we have pointed out in this opinion there

were many investigators at work in this field to which the pro-

cess in suit relates when the patentees came into it, and it was

while engaged in study of prior kindred processes that their

discovery was made. While the evidence in the case makes it

clear that they discovered the final step which converted

experiment into solution, * turned failure into success
'

"— that

is the step from Cattermole, Froment, Everson, Kirby and

others— " yet the investigations preceding were so informing

that this final step was not a long one and the patent must be

confined to the results obtained by the use of oil within the
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proportions often described in the testimony and in the claims

of the patent as ' critical proportions '
".

" One pound to four pounds ", that is what is in the testi-

mony. " Five-tenths of one per cent to two one-hundredths of

one per cent ", that is what is in the patent. The phrase of

the patent " amounting to a fraction of one per cent on the

ore " means clearly a fraction of less than five-tenths of one per

cent. Could anything be more certain?

The Court says that Claims 9, 10 and 11 are invalid. It

says that the great, fundamental feature of the invention was

the discovery of the remarkable results arising from the use of

this " critical proportion" of oil which was hit upon by Mr.

Higgins in his series of tests of what would happen if in prac-

tising the Cattermole process the amount of oil was reduced by

gradations down to the vanishing point. That is the great

thing. Because of it, there was a patentable process, and on

that ground, and on that ground only, the patent was sustained.

But in spite of the fact the Court was warned by counsel that

some one might come along and use a greater amount of oil,

say, over one per cent, of which some part might be unneces-

sary and ineffective and go to waste, and plaintiffs' plea that

the claims with the phrase " a small quantity " in them should be

sustained to meet that situation, the Supreme Court said :
" No

;

we have defined this invention. It involves the presence of an

oil or oily substance which has a * preferential affinity for metal-

liferous matter ' when used in the ' critical proportions ' which

are so clearly set out in the testimony and the patent. We
declare the patent limited to that feature. The claims that are

not clearly so limited we declare invalid."

Of course, there is nothing in the decision of the Supreme

Court which excludes from the scope of the patent any oil or

oily substance which has a preferential affinity for metalliferous

matter over gangue. The terms of the patent itself made that

impossible. There was no evidence and no contention that any

such oil was outside the range of the patent. The proposition

now advanced that fuel oil, or other petroleum products such
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as we use, are not the oils of the patent is altogether new. It

is advanced as part of the plaintiffs' argument, altogether falla-

cious as it seems to us, that because some fuel oil or some

kerosene may not " froth" as well as some other oils, we can

not count such oils in figuring our percentage of oil to ore.

But the complete answer is that the patent makes no such

distinction and the record shows that fuel oil and kerosene (the

patentees specifically named " petrol ", another petroleum pro-

duct, in their final British specification and nothing else except

oleic acid) do froth. Some may froth more than others and

some oily substances may froth more and some less than fuel

oil or kerosene. But the patent is concerned only with the

froth, whatever it may be, that comes from the oil that is used,

but its scope is limited to the employment of the critical propor-

tions ; and frothing is only one function of the oil in the patented

process. It must exercise its affinity for metalliferous matter

and some oils undoubtedly have a greater such affinity than

others. It must be cheap and accessible at the place where

the process is to be practised. The whole matter is a compro-

mise and what is established in this case is that we use oils of

the patent, but that we avoid infringement of the patent as

construed by the Supreme Court by reason of the large propor-

tion of oil to ore which we use. We do not use oil in the " criti-

cal proportions " required by the patent and do not infringe.

As to our froth, it is exactly that froth which inevitably follows

from the use of the amount and kind of oil that we use in the

environment in which we use it. It cannot be the froth of the

patent which comes only when the " critical proportions " of oil

are employed. I again call the Court's attention to the infinite

variety of oils and combinations of oils which the record shows

have been employed in this art, and to the fact set out in our

brief (pages 41-48) that petroleum products have been gener-

ally used and recognized as useful in flotation processes.

It is unnecessary for me to say that this patent is in no sense

for a froth. However persistent, effective and beautiful the

froth may be which is produced by the practice of the inven-
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tion, that is not the subject of the patent. The patent is for

the process, one stage of which involves the presence of a

froth only new to the extent to which its precise and specific

character is determined by the use of oil in the "critical

proportions". To infringe that patent, all the steps of the

process must be employed, and if any substantial step is omit-

ted, there is no infringement. We do not infringe because we

depart from the patent in the particular which the Supreme

Court has determined to be that upon which alone novelty

and invention can be predicated. While we use oil of the

character required in the patent, we do not use it in the

" critical proportions" in which it must be used to practise the

invention. We have found a mixture of oils which works fairly

well on our ore. We get results that the plaintiffs say are

much inferior to what we might get if we used their process.

If such is the case, we deliberately sacrifice efhciency rather

than pay the price which the plaintiffs would exact as a license

fee.

We keep entirely out of the domain established for the

plaintiffs by the decision of the Supreme Court. We do not

use the plaintiffs' process for we use far more than the " criti-

cal proportions " of oil which is essential to that process. But

they say that some of that oil goes to waste or is ineffective.

That fact is not established by the record ; but even if true, I

again remind your Honors that Mr. Kenyon told the Supreme

Court that he wanted to have Claims 9, 10 and 11 sustained

because somebody might do just what we are doing, according

to his present contention, use a large amount of oil, some of

which would go to waste or be otherwise ineffective. But in

spite of that plea. Claims 9, 10 and 11 were declared invalid

with the effect that even if more oil is used than is necessary

to produce some other result, he is not an infringer who uses

that greater quantity of oil and is satisfied with the result

which he gets.

I respectfully submit that such is the inevitable logic of the

opinion of the Supreme Court based upon the grounds which I
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have attempted to set forth. How can it be otherwise when

the patent and the whole record before that Court were defi-

nitely to the effect, not that the matter of frothing oils, as

distinguished from some other oils, was in question or that

any attention was to be paid to the frothing quality of the

oils, but that there was a great discovery found in practis-

ing the Cattermole agitation method of separating minerals

when the amount of oil was reduced to these " critical propor-

tions ". The Supreme Court declared that to be a new thing

and entitled to patent protection. The defendant contended

that it was not new, that it was anticipated by Froment, by

Everson, by Kirby and the rest of the prior art, and that for

that reason the Court ought to say that there was no patenta-

bility. But the Supreme Court refused to follow the defendant

to that extent, reversing this Court on the single point that the

discovery of the " critical proportions " was not a mere matter

of degree. In all other respects, I respectfully submit that the

Supreme Court followed this Court.

The matter of the disclaimer is intimately interwoven with

the other questions in the case. Mr. Bull read to your Honors

from page 51 of that brief of the appellees, which is called a

supplemental brief, where they analyze Claims 9, 10 and 11 as

the same are affected by the disclaimer and, I think, clearly

themselves show the extravagant breadth of those claims, as

modified by the disclaimer, in view of the decision of the

Supreme Court. The phrase " a small quantity " is still in the

claims and if the disclaimer has any force whatever, it surely

does not define that " small quantity " so as to bring it within

the "critical proportions" which, as the Supreme Court in-

sisted, characterize the invention. That was the only and the

specific point to which a disclaimer should have been directed.

The disclaimer, on its face, leaves the claims in shape to cover

any quantity of oil, however large and however much in excess

of the "critical proportions", provided anyone could call it a

" small quantity", if the results obtained are those that would

be obtained by the use of the critical amount of oil. We con-
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tend that the claims are just as broad as they were before this

disclaimer if not more broad, and that therefore the disclaimer

is ineffective, is no disclaimer at all, and that the plaintiff had

no standing, under the patent, to bring this suit and has now

no standing in this Court. This bill, therefore, must be dis-

missed. Further we contend that the plaintiff not having filed

a disclaimer within a reasonable time (it has filed no real dis-

claimer up to date), the invalidity of the patent can now never

be cured.

In the court below, Mr. Kenyon said to the Court, as appears

from Volume 8, page 4695, of the record, where he is speaking

about the three Claims 9, 10 and 11, as they stood after the

disclaimer

:

" Now, the relation of these three claims as limited by

disclaimer to the other claims is, as your Honor has cer-

tainly held in dealing with this matter of disclaimer, that

these three claims certainly cover and included in their

original form what the other claims covered and included.

They cover and include all of them.

" And if they differ from these other claims "— that is,

the other claims in the patent in suit^ " they differ only

in covering more. Now, by disclaimer we have cut down

that ' more ' to something less than it was originally, but

still not to something less than these other claims. //

still remains that these claims 9, 10, and 11 as limited by

disclaimer are, if they differ at all from the other claims,

broader than the other claims."

They are still capable of being construed as the broadest

claims in the patent, they say.

I respectfully submit that it was almost playing with the

Supreme Court to file a disclaimer of that sort, which left

the matter in such shape that counsel are able to argue that

Claims 9, 10 and 11, after the disclaimer, are broader than the

other claims in the patent ; when, as your Honors will remem-

ber, that what the Supreme Court says is very plain, indeed :
—
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" Therefore, the decree of this court will be that the

patent is valid as to claims Nos. 1, 2, 3, 5, 6, 7 and 12, and

that the defendant has infringed those claims, but that it is

invalid as to claims 9, 10 and 11." And why are those

claims invalid? Because " The patent must be confined

to the results obtained by the use of oil within the propor-

tions often described in the testimony and in the claims

of the patent as ' critical proportions '."

Your Honors understand that when the Supreme Court had

said that these claims were invalid the patent immediately

became moribund, so to speak ; that is, it would surely die

unless within a reasonable time a proper disclaimer was filed

;

and during that reasonable time that might elapse before the

disclaimer was filed, nothing could be done to enforce the pat-

ent ; no decree could be entered in the Hyde suit ; no new suit

could be brought or anything done until a proper disclaimer

was filed. And if the disclaimer was not filed within a rea-

sonable time, the patent was for all time invalid. Plaintiffs

had it in their power to go to the Patent Office and file a

disclaimer cancelling these claims. If they filed a proper dis-

claimer within a reasonable time, the patent, as reformed by

the disclaimer, would be in force for the remainder of the term

with the scope and effect given to it by the decision of the

Supreme Court. If a proper disclaimer was not filed within a

reasonable time, the entire patent became invalid and of no

force or effect whatever. A disclaimer which made these

claims exactly like the other claims of the patent would be

nonsense ; but the plaintiffs now insist that this Court, as an

act of grace, may construe the disclaimer as having just that

effect, if otherwise your Honors would be of the opinion that

the disclaimer was so vicious as to be no disclaimer at all.

We respectfully submit that the Court should not take that

point of view.

The situation seems clear. The plaintiffs deliberately elected

to make an effort to have their cake and to eat it, too. That
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may sometimes be possible in litigation, but not generally

where the question is one of carrying out the orders of the

Supreme Court of the United States.

Plaintiffs deliberately elected to file a disclaimer which would,

on its face, not comply with the order of the Supreme Court of

the United States, but which would leave it open for them to

argue, as they have practically argued in this litigation, that

Claims 9, 10 and 11, after the disclaimer, were broader than

the others which were sustained by the Supreme Court, in

that they (even after the disclaimer) were not limited to the use

of the " critical proportions" of oil so much emphasized by the

Supreme Court, but were to be construed as covering a pro-

cess in which one, two, three or more per cent of oil (in fact,

any percentage that might be called a "small quantity"), was

employed, provided the result of the operation of the process

was that called for by the patent. And they undoubtedly pro-

posed to argue that such "result" would be obtained if any

one carried on flotation by the agitation of air, oil, ore and

water with quantities of oil in excess of the "critical propor-

tions ", thereby producing a useful froth, even if that froth did

not have the peculiar characteristics inevitably imposed upon

the patented froth by the employment of oil in the "critical

proportions ". It seems to us that this is the obvious meaning

and intended force of the disclaimer.

Of course, the plaintiffs now assert that if there is danger of

the Court taking this view, your Honors may as an act of

mercy construe the claims as affected by the disclaimer as if

they were identical with the other claims. It does not seem

proper that your Honors should in any event take that view

of the force of the disclaimer.

It would have been easy for the plaintiffs to have filed a dis-

claimer that would have exactly complied with the spirit and

letter of the Supreme Court's order, but that certainly was not

done.

I respectfully submit, may it please the Court, that when

your Honors consider the disclaimer and its effect upon these
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claims, you will determine that the disclaimer is not drawn so

as to limit the invention of the patent in suit, which is pur-

ported to be covered by these claims, to the " critical propor-

tions " or the result of the use of these " critical proportions "

;

but it is certain that what the Supreme Court meant was that

there could not be a claim in this patent that did not involve as

a necessary feature the employment of oil within the range of

the " critical proportions " and that so long as the quantity of oil

was defined by the phrase " a small quantity ", the " critical

proportions " were not in the claims.

Is it not perfectly clear that the disclaimer filed does not at

all accomplish the result of changing "a small quantity" into

"critical proportions" of oil, whether those "critical propor-

tions " are expressed in the phrase " a fraction of one per cent

"

or in any other way ? Obviously what is hoped to be the effect

of that disclaimer is that if the user of a flotation process em-

ploys five per cent of oil (for five per cent may be said to be " a

small quantity ") and by the use of that fiveper cent gets good

" results ", in the form of large recoveries ^ the kind of a froth
/v

that he wants, such being the "results" (in a vague sense)

which according to the patent and the record are obtained if

two-tenths, or three-tenths of one per cent of oil is used, then

Claims 9, 10 and 11, as affected by the disclaimer, would cover

the process so that he who used the five per cent would be an

infringer even if he did not infringe the other claims.

The plaintiffs undoubtedly feared, simply carrying out the

thought that was expressed to the Supreme Court in their

argument to which I have already referred (which thought

failed utterly to influence the Court), that some time or the

other the Butte & Superior Company or some one else might

say " we cannot afford to pay what the patentees demand for a

license. It is better for us to work out a process of our own

with our own peculiar methods of manipulation, with our own

special machinery and with our individual selection of oils, by

which we can secure flotation that is good enough for us, using

such a large amount of oil that we shall have gotten away from
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the * critical proportions ' to which the patent is hmited but

losing the advantage, if there is any, which might be derived

from the use of this critical amount of oil ; having more than

five-tenths of one per cent we shall, whatever may be our loss,

endure that sacrifice, as every one does when he cannot afford

to take a license and avoids infringement by avoiding the pat-

ent and not getting the benefit of the patented invention ".

And the disclaimer was ingeniously drawn so that, in that

event. Claims 9, 10 and 11 might be said to be infringed, on

the theory that the " result " was alone important, five per cent

being a " small quantity" although not within the critical pro-

portions.

That is our position, may it please your Honors, and I ask

your Honors to recognize that if this disclaimer is not a proper

disclaimer, the situation is exactly what it would be if no dis-

claimer had been filed ; in v/hich case the plaintiffs, having no

patent at all (for it was invalid) had no right to bring this suit,

had no right to any decree and no status under the patent.

We insist that no real disclaimer of Claims 9, 10 and 11 having

been filed, no disclaimer having been filed which modified those

invalid claims so that they were limited, as the Supreme Court

said they must be limited, the bill in this case must be dis-

missed. Such is the law as laid down in the authorities cited

in our brief.

Moreover, the patent should now be declared finally invalid,

because there has been a clear and absolute lack of diligence in

filing a proper disclaimer. It may well be that if the pretended

disclaimer had been a real disclaimer, had been any disclaimer

at all within the meaning of the statute, the delay of a hundred

days or so after the decision of the Supreme Court and before

the filing of the paper, would not have been unreasonable.

The plaintiffs were entitled to time to determine what to do

;

but to take the hundred days and then to file such a paper as

this, which, I submit, is no disclaimer at all, exhausted plain-

tiffs' rights. Any furher delay was clearly unreasonable. And

now years have elapsed with no real disclaimer filed. This suit
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has been tried and carried to this Court on a patent which, as

we respectfully submit, still had in it claims which are invalid

under the decision of the Supreme Court, for the reason that

" a small quantity " now means, as it meant before the alleged

disclaimer was filed, a greater proportion of oil than the " criti-

cal proportions " which alone could give validity to any claim

in the patent. The Supreme Court so read Claims 9, 10 and

11 before the alleged disclaimer. We respectfully submit that

this Court should now so read the claims, after the so-called

disclaimer, and that the bill in this case should be dismissed.
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Honorable Erskine M. Ross, William W. Morrow and Will-

iam H. Hunt, Judges of the Circuit Court of Appeals

for the Ninth Circuit.

Minerals Separation, Limited, et at., vs. Butte da Superior

Mining Company—No. 3081.

Sirs :

—

We have received copies of plaiu tiffs-appellees' letter to

your Honors, dated April 6, 1918, wbicli is, in effect, a supple-

mental argument. We do not wish to enter upon a battle of

briefs, and would much prefer to let the matter rest where it

is ; but appellant is entitled to the last word and the import-

ance of the case to the American mining public is such that we

feel we must leave no stone unturned in our effort to assist the

Court in dealing with the extremely large record in this case.

The purpose of the latest argument for the plaintiffs is to

convince the Court that the proofs in this case establish the

proposition that mineral oils will not produce a froth, and are

not useful for concentration purposes, although it is admitted

that they have a " preferential affinity for metalliferous mat-

ter ", and that larger quantities of oil than a small fraction of

one per cent., except in the case of mixtures of oils, are not

permissible in the agitation-froth process. The exact contrary

to these propositions is established in the record, as we have

shown in our main brief, supplemented by our typewritten

memorandum handed up during Mr. Bull's oral argument. As
these references to the record are now scattered through our

brief and type-written memorandum, it seems to us that the

best reply we can make to plaintiffs' arguments, and the best

service we can render to the Court is to collect these scattered

references together and repeat them here without argument.

This will not be new argument, but only old argument re-

arranged.

Crude petroleum as it comes from the wells is divided by

what is termed " fractional distillation " into various grades,

which are known in commerce as " gasolene ", " kerosene

"

" fuel oil ", " lubricating oil " and " residuum ". That is to say,



when crude oil is heated to say, 350° F., a certain amount of

vapor is driven off and that vapor when condensed is sold as

" gasolene ", When the remainder is heated to say, 600° F.,

a certain additional amount of vapor is driven off and that

vapor when condensed is sold as " kerosene ". When the re-

mainder is heated to certain higher temperature, an additional

amount of vapor is driven off and that vapor when condensed

is sold as " fuel oil ". Higher temperatures yield " lubricating

oil ". That which is left after the " lubricating oil " has been

distilled off is known as " residuum ". These several grades

differ from each other, therefore, only in their boiling points.

That these various grades of petroleum (mineral) oils all have

a " preferential aflSnity for metalliferous matter " is now ad-

mitted, and that all these various grades are useful in affecting

froth concentration is affirmed or admitted by both plaintiff's

and defendant's witnesses.

T/tat petroleums (mineral oils) will produce froth and effect

concentration is fully established out of the mouths of the pat-

entees and plaintiffs' other witnesses :

Thus, the patentees, Sulman and Picard, in their report to

the chairman of Minerals Separation, being the first written

description of the inveotion at bar, said (Tr., Vol. III., page

1118)

:

" We may bere conveniently note that other oils

besides oleic acid may be employed in this modified
recovery process, but so far as Broken Hill is con-
cerned. Oleic acid gives by far the best results.

Petroleum residuum, added as emulsion, paraffine oil

alone,'B>^V^ and R1P3 emulsions,* have also been used,

and all give small proportions of float, but do not act

nearly so vigorously or eflSciently on Broken Hill ores

as plain Oleic acid."

The complete specifications of the British patent which

corresponds with the patent in suit describe in the working

* " Petroleum residuum" referred to above is the heavier fractions left in

the still after the gasolene and kerosene have been distilled oflE. " Parafllne

oil " above referred to is the English name for kerosene. " RgFj " means a

mixture of three parts residuum and one part paraffine oil, and " R1P3 "

means a mixture of one part residuum and three parts paraffine oil.



example the use not only of oleic acid but of ^^ petrol* or other

suitable oil " (Tr., Vol. III., page 1279, line 38). This state-

ment is repeated in the specification several times and also in

the claims (See p. 1279, line 40
; p. 1279, line 47 ; p. 1279, line

56 ; p. 1281, line 13
; p. 1281, line 20

; p. 1281, line 26).

The patent in suit starts out (page 1, line 16) by referring

to the Cattermole patents and says (line 28) :
" We have found

that if the proportion of oily substance be considerably reduced,"

etc., the results of the patent in suit will be realized. This refers

us directly to the said Cattermole for further information as

to what are the " oily substances " referred to, and going there

we find (Tr., Vol. IV., page 2138, line 89) the " oily sub-

stance " described as follows :

" The ' oil ' used may be animal, vegetable or mineral
oil or mixttires of these or such coal or wood tar products
or other substances which exercise, like oils, a prefer-

ential physical affinity for metallic mineral matter as
distinguished from gangue."

Further on, the specifications of the patent in suit say

(p. 1, line 61) :

" The proportion of mineral which floats in the form
of froth varies considerably with different ores and with
diferent oily sicbstatices, and before utilizing the facts

above mentioned in the concentration of any particular
ore a simple preliminary test is necessary to determine
which oily substa7ice yields the proportion of froth or
scum desired."

When we come to the claims we find that they define the

oil as " an oily liquid having a ipreferential affinity for metal-

liferous matter."

Sulman, one of the patentees of the patent in suit, in a

subsequently issued patent (No. 835,143), (Vol. IV., page 2169,

line 15) says, referring to the patent here in suit

:

" In the process described in the specification of the
previous patent application, Serial No. 262,889, filed

* ^* Petrol " is the English name for gasolene.



May 29, 1905,* a mineral pulp is agitated with a small
proportion of an oily substance, such as oleic acid or

petrol or other oil, amounting to a fraction of one per
cent, on the ore," etc.

Plaintifif's engineer, Higgins, testifying in the Hyde case

(Vol. IV., page 1811), said :

" Q. 110. What other oils ?

" A. I have obtained satisfactory results by the use
of petrol, certain portions of the distillate of crude
petrolemn, such as cosmos oil, vegetable oil, such as

palm oil, cotton-seed oil, linseed oil and animal oils,

such as lard oil, and oil squeezed from beef fat.

"Q. 111. Have you been successful in the use of

eucalyptus oil ?

"A. Yes.
" Q. 112. Is the petrol to which you refer the dis-

tillation product of petroleum, sometimes known as
' gasolene ' ?

" A. The petrol I refer to is one of the lightest con-
stitutents of crude petroleum. I do not know whether
gasolene is the same material.

" Q. 113. The petrol you refer to is the distillation

product commonly used in internal combustion engines,

such as automobile engines, is it not ?

" A. Yes, it is known as .680 spirit.

" Q. 114. Is the * paraffine ' referred to in Higgins'
Report, March 16, 1905, the same as lighting oil or

kerosene ?

" A. Yes."******
" Q. 117. Can you state what the smallest quantity

is of eucalyptus oil that will produce a froth, operating
upon, say, some one of the Broken Hill ores with which
you have experimented ?

" A. The smallest quantity of eucalyptus which I

have found in my experiments on Broken Hill ore to

give a satisfactory concentration as a froth, is half a
pound to the ton of ore.

" Q. 118. Would you obtain equally good results on
the same ore using one- half pound of Cosmos oil ?

* The '
' specification of the previous patent application " here referred to

is the specification of the patent in suit.



" A. Speaking from memory, I believe the results ou
Cosmos oil may have been a little lower when such a
quantity of oil was used.

" Q, 119. Will Cosmos oil in any quantity give as

good a recovery as eucalyptus oil ?

" A. Yes, I think so.

" Q. 120. You would have to use more of the Cosmos
oil than eucalyptus oil ?

" A. I am not certain that I should do so. I have
not made comparative experiments with these two oils,

and it is possible that the same results might be ob-
tained in different periods of time for the agitation.

"Q. 121. What is Cos?nos oil, that is, what is its

origin, and what is it used for?
"A. It is & petroleum distillate, sold for lubricating

purposes.
" Q. 122. Is it what is sometimes called cylinder

oil?
" A. I do not know. I think it is more in the nature

of a valve oil.

" Q. 123. Is the Cosmos oil the Standard Oil Com-
pany's Cosmos oil.

" A. Yes, the samples were obtained from their
London firm, the Anglo-American Oil Compauy."

Plaintiff's witness Higgins, further says in this case, that

petroleums (fuel-oil and kerosene), when used with a vegetable

oil are useful in the process in the patent in suit for the

purpose of " preventing the coarse mineral from falling ont of

the froth " (Tr., Vol. VIII., p. 4738, Qs. 39 and 40) ; that it

prevents " showering "—that is, it helps to keep the mineral

from falling out of the froth (Tr., Vol. VIII., p. 4606, Qs. 421

and 422).

Furthermore, plaintiff's witness Chapman, says in this case

concerning petroleum (Tr., Vol. VIII., p. 4436, Q. 38) :

" I have on many occasions used inactive oils,

particularly those like fuel-oil, kerosene and stove-oil to

produce a condition of froth in the Spitz box that will

maintain a condition of overflow. The addition of these
re-agents in small quantities is extremely useful for the
purpose, and considerably eases up the operating work."
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That petroleums (mineral oils) ivill produce froth and affect

concentration is also fully established hy the testimony of defend-

ant's witnesses :

Phillips, defendant's witness, was put on the stand to

identify certain photographs he had made of froths. These

froths, made simply for the purpose of photographing them,

were produced in a bar-mixer. One of his experiments was

known as No. 18, and the photographs obtained in that ex-

periment are in the record as Exhibits 100, 101 and 102 (Vol.

IX., pp. 5116, 5117 and 5118). In this experiment 25% of

kerosene was used. The experiment was repeated in Court

and a good froth was produced (Vol. VI., pp. 2921 to 2923).

Plaintiffs' witnesses in rebuttal contended that this kerosene

was contaminated with some soluble frothing agent although

it was in so small amount they were not able to isolate it
;

and they contended that the presence of this contaminant was

responsible for the froth produced in Phillips' experiment

in Court (Vol. VIII., pp. 4618 and 4619). The kerosene in

question had been obtained by Phillips from Dosenbach.

Dosenbach when he was on the stand was cross-examined

about this kerosene, and he stated (Vol. VII., pp. 3890 to

8892) that it was taken from the regular stock of kerosene at

the plant ; that nothing had been added to it, although the

storage tank in which it was put when it was received might

previously have contained another oil. In surrebuttal, de-

fendant examined its expert. Dr. Sadtler, concerning this kero-

sene, and he testified that by extremely careful analysis he

found it to contain .012 of one per cent, of impurities (Vol.

VIII., pp. 4786 to 4789). He further testified that the im-

purity might be paraffine and not a foreign substance (Vol.

VIII., p. 4802, Q. 11). He further stated that since in the

Phillips experiment 25% of kerosene was used, the percentage

of impurity present on the ore was 25% of .012% ; or, in other

words, was three one thousandths (.003) of one per cent, on

the ore (Vol. VIII., p. 4803, Q. 11), and that so small a quan-

tity could not have had any possible effect in the production

of froth in the Phillips experiment (Vol. VIII., p. 4802, Q.

11). To set this matter finally at rest, defendant asked Dr.

Sadtler to repeat the Phillips test, using a sample of this



kerosene which had been douhle-ioashed, so that it could not

possibly contain any contaminant (Vol. YIII., pp. 4787 to 4790).

This was violently objected to by plaintififs' counsel, and the

Court sustained the objection (Vol. VIII., pp. 4791 to 4801).

As we have said in our main brief (p. 62), this was clearly

error, because we believed when Phillips made his experiment

that the kerosene was absolutely pure (indeed, it was com-

mercially pure) and we had no reason to expect such an attack

as was made upon it. The doctrine of surprise entitled us to

show that if the kerosene was impure, the impurity did not

affect the result of Phillips' experiment.

This Court will not overlook the fact that when plaintiffs'

expert Hij^gins repeated here before it Phillips' 25% kero-

sene experiment in a bar-mixer, using not our alleged

contaminated kerosene but plaintiffs' own kerosene, he ob-

tained precisely the same results which Phillips ob-

tained and which he (Higgins) had criticized. If Higgins

succeeded in obtaining different results in his test be-

fore the District Court, all we can say is that he lost the

trick in the interval, because it will be remembered he stated

he used before this Court the same kerosene he had used be-

fore the Court below. The simple facts about kerosene are

stated by Dr. Sadtler in testimony quoted in our brief at

pages 62 and 63. Kerosene produced from some crude oils,

or subjected to some special treatment in the process of re-

fining it, will not produce a froth ; but, according to Dr.

Sadtler's experience, three kerosenes out of four will produce

voluminous froth.

Furthermore, defendant's witness, Dosenbach, also made an

experiment in the Court below using 25% kerosene or petro-

leum distillate and agitating it in the square-glass -jar machine.

He obtained " a very copious highly-mineralized froth " (Vol.

VI., p. 3300, Q. 58 to p. 3303, Q. 61). Not only did he obtain

such a froth and gives samples of it to the other side, but he

produced an analysis of it. The experiment is known as No.

32, and the analysis appears in Defendant's Exhibit No. 304

(Vol. IX., p. 5542, opposite the title " Kirby, Test No. 32 ").

The ore used was Utah copper containing 5.87% copper, 6.76%
iron and 75.4% gangue (" Insol."). The assay of the con-
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centrate showed that it contained 23.94% copper, 23.5% iron

and 21.0% gangue {" Ins."). By this process, therefore, the

copper content was raised from 5.87% to 23.94%, and the iron

content was raised from 6.76% to 23.5%. Adding these figures

together we see that the mineral content was raised from

12.63% to 47.44%, while the gangue content was reduced from

75.4% to 21.0%.

That petroleum is not, as contended on behalf of plaintiffs,

inert in the process, is also clearly demonstrated by the mill

operations at the Arthur Plant of the Utah Copper Company,
records of which appear in Defendant's Exhibit 31 (Tr., Vol. IX.,

p. 4994), which are explained Transcript, Vol. V., p. 2555, Q.

69 ei seq. In one run (Experiment No. 7) the oil used was

20.33 pounds per ton, it being a mixture composed of 89% of

what plaintiffs' witnesses call inactive oils ; that is, petro-

leum (30% Jones fuel oil and 59% smelter fuel oil), and

11% of what they call active oils (10% American creosote

and 1% Yaryan pine oil). In this run the extraction was

98.4%, and the tailings carried 0.076% copper. The actual

amount of so-called inactive oil used per ton was, therefore

(being 89% of 20.33 pounds), 18.1 pounds, and the actual

amount of so-called active oil used per ton was, therefore

(being 11% of 20.33 pounds), 2.23 pounds. In another run

(Experiment No. 20) substantially the satne am,ou7it of so-called

inactive oil was used alone (17.84 pounds of a mixture of the

same petroleum ; i. e., smelter fuel and Jones fuel in the same

proportions). Jn this case the extraction was 96.06% and the

tailings carried 0.306% copper. In another run (Experiment

No. 17) substantially the same amount of so-called active oil

was used alone (1.97 pounds of a mixture of the same so-called

active oils ; that is, American creosote and Yaryan pine, in

the same proportions). In this case the extraction was

85.72%, and the tailings carried 0.81% copper. These deter-

minations are not contradicted or questioned, and they

prove that the petroleum oil used in this process was by no

means inactive or inert. They prove it was, indeed, quite as

active and quite as efficient in producing the desired results as

was the so-called active oil. Indeed, it will be observed that

the petroleum when used alone gave higher extraction than



did the so-called active oils when used alone. The highest

extraction, however, was attained when they were used to-

gether in a mixture, as defendant uses them.

In direct contradiction of the theory of plaintiffs' wit-

nesses that petroleum is in inactive oil and plays no part in

the production of foam, Wicks describes what happened one

day in the mill of the Chino Copper Co. in the regular course

of mill operations when the supply of petroleum was unin-

tentionally shut off. He says the foam immediately dis-

appeared, and no recoveries were obtained until the supply of

petroleum was turned on again. At that time they were using

32.27 pounds of oil per ton of ore (Tr., Vol. V., Qs. 87-91, p.

2433).

Defendant's witness Puncheon described similar occur-

rences intentionally produced in the regular course of mill

operations at the Arthur plant, where a mixture of vegetable

and mineral oils like that used by defendant was being em-

ployed. He says (Vol. VII., p. 3850, Q. 8 to Q. 20) that when
the supply of mineral oil was cut off the froth gradually died

away in the spitskasten and selective action ceased.

That mineral oils in mixtures, such as defendant uses, are

useful in flotation processes (and are not inert and mere

diluents) is proved hy the acts ofplaintij^s own licenses :

Thus plaintiffs' licensee, the Braden Copper Company,
uses a mixture of 1 pound of American wood tar oil to 3

pounds of Texas oil (petroleum) per ton of ore (Tr., Vol. II.,

p. 284). At that place, therefore, the mixtures of oils used is

precisely like that used by defendant, to-wit, one part veget-

able oil to three parts of petroleum.

Again, plaintiffs' licensees at the Consolidated Arizona

mine use between 2 and 3 pounds of oil to the ton of ore,

about one-half of it being Carolina turpentine, and the other

half fuel oil and stove oil, both of which are petroleum (Tr., Vol.

VII., p. 4100). At this place, therefore, the mixture of oils

used is one part vegetable oil and one part petroleum.

Furthermore, the alleged infringers in this country before

they adopted the use of oil in quantity above 1% on the ore,

used a mixture containing petroleum as one of its components.

This was true of the Utah Copper Company at its Magna
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plant, and also at its Arthur plant ; it was true of the Chino

Copper Company ; and it was true of the Ray Consolidated

Company.
Thus, at the Magna plant of the Utah Copper Company,

when using less than 0.5% of oil, they always used a mixture

of which petroleum (Jones oil) was a constituent (Tr., Vol. V.,

p. 2689, x-Q. 268 ; also x-Q. 281, also x-Q. 286). Since more
than 1% of oil has been used, they have continued to use

Jones oil as a constituent of the mixture (Tr., Vol. V., p. 2693,

x-Q. 289).

Thus, the Chino Copper Company, when using less than

0.5% of oil, always used a mixture of which petroleum (Jones

oil) was a constituent. Since more than 1% of oil has been

used, they nave continued to use Jones oil as a constituent of

the mixture (Tr., Vol. V., p. 2422, x-Qs. 42 to 44).

Thus, the Ray Consolidated Company, when using less

than 0.5% of oil, they always used a mixture of which petrol-

eum (fuel oil) was a constituent. Since more than 1% of oil

have been used, they have continued to use fuel oil as a con-

stituent of the mixture (Tr., Vol. VI., p. 3244).

So, the practice of defendant in using a mixture of veget-

able oil and petroleum is not peculiar to it, or to the use of

quantities of oil above 1% on the ore.

But for the limited supply of vegetable oils ohtainahle and the

high cost of such oils, defendant might use them above one per

cent, on the ore, instead of rising a mixture composed largely of
cheap mineral oils :

The Court will obtain some idea of the great quantity of

oil used in modern flotation plants from the testimony of Jan-

ney, referred to in our main brief at page 54. He states that

to run the flotation plants of the Utah Copper Company alone

at their full capacity, using no more than 1% of oil on the

ore, would require 87,500 gallons per day, and that they

should carry at least sixty days' supply on hand to be safe

(Vol. v., p. 2578, Qs. 175, 176). At the same place in our

brief, the testimony of other witnesses is noted showing the

difficulty they are now having in obtaining enough oil even

when the mixture largely consists of petroleum oil to keep

their plants running using 1% of oil on the ore.
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Dosenbach, defendant's \^dtness (Vol. VI., pp. 3353 to

3356), performed in the Court below an experiment, known as

" Test No. 36 ", in which he used with Butte and Superior ore

in a Gabbett miser 0.2% of pine-tar oil, and produced a froth

which was about 1 inch in thickness. He then added more

pine oil, raising the amount to 1.62% on the ore. The result

was a froth which was about 1^ inches in thickness. This

last froth was analyzed and the results appear in the record

(see Vol. IX., p. 5543, last line). It will be seen that whereas

the original ore contained only 14.7% zinc, the concentrate

contained 33.90% zinc, and while the original ore contained

67.0% gangue (" Insol."), the concentrate contained only

31.20% gangue (" Ins."). In other words, by the treatment

the percentage of zinc had been raised from 14.7% to 33.90%
and the percentage of gangue had been reduced from 67.0%
to 31.20%. This experiment was repeated before this Court.

Hyde, in the Hyde case, described a series of tests using

oil above 1% on the ore. In one test he used 32.4 pounds of

oleic acid per ton, which would be a little more than 1.5%
(Tr., Vol. IV., p. 1406). In another, he used as much as 72

pounds of straight cotton-seed oil per ton, which is 5.6%
(Tr., Vol. IV., pp. 1406 and 1407). In both cases he obtained

a highly mineralized froth and good recoveries. Samples of

the ores used and a duplicate of the machine used were fur-

nished to the plaintiffs (Vol. IV., p. 1435, x-Q. 105 ; also p.

1437 ; also pp. 1570 and 1571). The results of these tests

were never questioned by plaintiffs' witnesses.

So, also, defendants' expert. Dr. Byrnes, in the Hyde case,

testified to certain experiments made by him with different

large quantities of oil (Vol. IV., pp. 1528 to 1530). He used

more than 3.6% of cotton seed oil in one experiment ; and the

same amount of olive oil in another experiment ; and the same
amount of oleic acid in another experiment ; and one-half the

quantity of oleic acid (to wit, 1.8%) in another experiment.

In all cases he obtained a highly mineralized froth and good
recoveries.

Plaintiffs' expert Chapman testified in the Hyde case (Vol.

III., p. 939, Q. 250), that he used in a plant 1.8% straight

oleic acid, and obtained a froth recovery of 69.78% zinc, and
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70.40% lead. While this is not as good a recovery as Hyde
and Byrnes obtained in their slide-machine experiments above

referred to, yet it was a very good result, as is indicated by

the fact that the patent in suit only claitns for the present

process a recovery of " about 70% to 80% "
(p. 1, line 105).

Plaintiffs' expert Higgins testified in the Hyde case that

he reproduced in a plant Dr. Byrnes' experiment, using 3.6%
straight cotton-seed oil (Vol. III., pp. 929, 930), and obtained a
" copious " froth which " though oily in appearance wheji

closely examined, did not differ in appearance from the usual

agitation froth at a distance of a few feet'' It is true that

Higgins did not get as high recovery as did Byrnes, but that

is beside the point. The point is, he admits that a mineral-

ized froth was produced and a grade of concentrate which was

47.50% was obtained by the use of 3.6% straight cotton seed

oil. Admitting that this froth was more oily than a froth

produced with a small fraction of 1% of oil (as, of course, it

must have been), and admitting his contention that the re-

covery when using 3.6% was less than when using a small

fraction of 1%, the fact remains that he admits that froth

concentration can be produced by using straight oils in

quantities above 1% on the ore ; and this fact was before the

Supreme Court when it condemned as too broad claims 9,

10 and 11.

The use of oil in excess of 1% on the ore has been, since

the decision of the Supreme Court in the Hyde cases, regu-

larly used at the Magna Mill of the Utah Copper Company,

as testified to by Conrads (Tr., Vol. V., p. 2655, Q. 129, et

seq.) ; at the Arthur plant of the same company, as testified

to by T. A. Janney (Exhibit 30, Tr., Vol. IX., p. 4992 ; also

Tr., Vol. v., p. 2549, Q. 34, et seq.);\>j the Chino Copper

Company, as testified to by Wicks (Exhibit 26, Tr.,

Vol. IX., p. 4987 ; also Tr., Vol. V., p. 2415, et seq.), and by

the Kay Consolidated Company, as testified to by Engleman

(Exhibit 44, Tr., Vol. IX., p. 5033 ; also, Tr., Vol. 'v., p. 2740,

et seg.J. In each case the mill records of the plants, both

before and after the use of oil above 1% on the ore was

adopted as the regular mill practice, were produced. The
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facts established by this testimony, in brief, are given in the

foot-note to pages 49 to 51 of our brief.

Copies of this letter have been delivered to counsel for

plaintiffs-appellees.

New York, April, 1918.

Very respectfully,

Thomas F. Sheridan,

Frederick P. Fish,

J. Edgar Bull,

J. Bruce Kremer,

KuRNAL E. Babbitt,

Counsel for defendant-appellant.
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Hon. Erskinb M. Ross, William W. Morrow and Wil-

liam H. Hunt, Judges of the Circuit Court of Ap-

peals FOR THE Ninth Circuit.

Minerals Separation Ltd. et al. vs. Butte & Su-

perior Mining' Company—No. 3081.

Sirs:

Counsel for appellees in the above entitled case received

at their offices in New York City, late on April 3i'd, 1918,

from counsel for appellant, a printed document, entitled

"Oral Arguments for Appellant," with the notification that

the document had been forwarded for filing some time more

than a week earlier. This document contains a footnote to

Mr. Bull's argument, found on pages 22 and 23, and occu-

pying nearly two pages of fine print, which footnote pre-

sents discussion and argument, and attempts in effect to

present evidence, respecting certain demonstrations made

before Judges Morrow and Hunt during the forenoon of

Monday, March 11th.

It will be recalled that when Judges Morrow and Hunt

came to the Court Room at that time to see the demon-

strations there was a discussion as to what should be per-

mitted to be done. After lengthy argument the Judges

finally determined that the only demonstrations they would

permit would be reproductions of those made in the Court

below and described in the record, and that there should

be no debate, discussion or argument whatsoever in respect

thereof, and no explanations beyond references to and



reading of the record. It will be instantly perceived that

the footnote in question is in direct violation of the ex-

pressed determination and explicit direction of the Judges

in this respect. We respectfully submit that the footnote

should be wholly disregarded, but if for any purpose the

footnote is considered, then we ask that the following reply

be also considered.

The footnote deals first with three of appellees' eight

demonstrations and secondly with appellant's two demon*

strations.

The latter (i. e., the footnote as to appellant's demon-

strations) may be briefly dismissed with the statement of

the fact, as to the first one, that the "pine-tar oil" employed

in the Court below was not defined there or described or

analyzed by any of appellant's witnesses, nor was any evi-

dence whatsoever given as to what it was or what it con-

tained or whether it was a straight oil or a mixture. It

was for this reason that plaintiffs paid no attention to

this demonstration in the Court below and gave no evi-

dence with respect to it. It meant nothing on any issue of

the case. Visual inspection shows that the "pine-tar oil"

employed is not pine oil, but beyond that we have no infor-

mation nor has the Court. Under these circumstances the

assumption of the footnote that "pine-tar oil" is a "straight

oil" of the patent is wholly without any basis in the

record. On the contrary, there is every probability that it

is a composite in which oil of the patent constitutes but a

small fractional part. The conclusions of the footnote



"this experiment proves," etc., and "this experiment also

casts a weird light on," etc., have therefore not the slight-

est foundation.

The conclusions of the footnote based on the last three

of appellees' demonstrations are equally unjustified. We
will deal with them more in detail because the blunder in

the observations of appellant's counsel on which those

conclusions are based might not be entirely obvious to

one who is not expert in recognizing the froth of the pro-

cess in suit and in distinguishing it from spurious froths.

Mr. Bull and Mr. Fish were not of counsel for defend-

ant at the time of the trial in the Court below, and

neither one of them was present at any time during the

trial, and neither one of them saw any of the demonstra-

tions that were made during the trial or heard the oral

evidence as it was given respecting them, and neither one

of them took part in the oral argument below. Mr. Bull's

first appearance in the case was on defendant's brief filed

several weeks after the close of the trial, and Mr. Fish's

first appearance in the case was on the brief for appellant

in this Court. These gentlemen are not competent to

determine from observation what is and what is not the

froth of the patent in suit. Indeed, in one of appellees'

demonstrations Mr. Bull saw the froth of the patent before

any oil of any kind had been introduced. It was at the

beginning of the first of the three experiments of appel-

lees' that are discussed in the footnote. The Court will

remember- that Mr. Bull called attention to what he



thought was the froth of the patent, being a foam that

appeared on the top after the preliminary mixing and

before the addition even of the kerosene oil, and that he

demanded that the operation be repeated for full observa-

tion, and only desisted when his attention was called to

the fact that no oil of any kind haias yet been added.

To his untrained and unaccustomed eye the metallurgi-

cally worthless foam that appeared at this time was the

froth of the patent. Actual analysis in the laboratory or

the determinative test of practical use in the mill at once

distinguish between the real mineral-carrying froth of the

patent and a spurious metallurgically useless foam, or

spume, or magna. The experienced metallurgist, trained in

this process in the mill, and the experienced mill man who

has to do with it there, acquire remarkable skill in the rec-

ognition of the true mineral-carrying froth from its appear-

ance to the eye and from its behavior. But to the un-

skilled eye of the layman the difference is not manifest

and all foamy appearances look more or less alike,

whether they be (1) metallurgically useless foams or

froths containing both mineral and gangue together un-

concentrated, or (2) metallurgically useless oil pastes or

magmas inflated with air or gas, or (3) metallurgically

useful mineral-carrying air froths.

As Mr. Kenyon said in oral argument to the Supreme

Court in the Hyde case (pp. 89 and 90) :

"Mr. Justice McKenna : Your contention, then, is

that the laboratory test is no standard?



Mr. Kenyon: Yes, sir; absolutely no standard

whatever.

Mr. Justice McKenna: Do you admit that the

laboratory tests show a similarity?

Mr. Kenyon : Yes. 1 cannot myself tell one float

from another by visual observation, but the mill man

will tell you the instant he tries to carry out the

process in the mill. * *

Mr. Justice McKennat Are there any experi-

ments on the other side showing more than the labora-

tory tests?

Mr. Kenyon : No, sir. They stop with laboratory

tests. To-morrow you will see, but you will not know.

The layman cannot tell the useful froth of the process

in suit from a useless oil emulsion; whether it is a

step in a real process of ore concentration or only a

sham ; whether it can be reproduced in the mill or not,

or would treat or successfully concentrate ore. It is

a situation for caution, especially as the Court below

Was misled by just such demonstrations."

This preceded the demonstrations that were; made to the

Supreme Court. Following those demonstrations the

Court requested further oral argument, which was imme-

diately had on the same day, each side being allowed a

half hour for that purpose. These arguments were not

recorded.



This Court in its decision in the Hyde case had said

:

"The evidence in the case, together with the illustra-

tion thereof afforded by demonstrations of the various

processes which were made in the aid of the argument

before this Court, convince us that the froth in all

these processses is the same, with the exception that

there is less oil (as there must necessarily be) in the

appellees' froth than in the others. The froths are all

similar in appearance, they all rise to the surface

after the same amount of agitation, they all gather

with equal efficiency the same quantity of metal, and

all may be removed from the surface in the same

way."

The "froths" here referred to were such as this Court

believed were produced according to Haynes, Everson,

Schwarz, Froment, Kirby (and even as a necessary inci-

dent of Cattermole) and the process in suit.

The Supreme Court held that these fundamental find-

ings of fact were erroneous. It seems probable that the

personal observations made by the Judges themselves in

this Court in the Hyde case and the similarity in appear-

ance of all the froths exhibited were considerable factors

in misleading this Court then.

Now, the only statements of Mr. Bull's footnote that are

material are the statements in each of the three cases that

before the pine oil was added, and after agitation, "the

Court observed that an excellent froth was produced" or



"an excellent and voluminous froth," and that after pine

oil was added "the Court observed that the same froth as

before was produced, but its amount was somewhat in-

creased." What "the Court observed" is not, of course,

for counsel to say. Regarding the statements, however; as

statements of what counsel for appellant observed, those

statements are not only wholly improper as an effort to

introduce new evidence as to facts, a thing that had been

explicitly forbidden beforehand by Judges Morrow and

Hunt (in prescribing what should and what should not

be exhibited, and what might be said and what should not

be said with respect thereto), but those statements are

wholly incompetent. For Mr. Bull to characterize what

appeared after pine oil in each case was added as "the

same froth as before" does not make it so or to the slight-

est degree assist the Court in reaching a just conclusion

of the case. The Court below saw these particular demon-

strations and many others and heard all the testimony of

both sides with respect to them and with respect to the

issuable fact to which they are addressed, namely, whether

or not the petroleum products which constitute nine-

tenths of appellant's oil mixture will in fact, if used alone,

produce the metal-carrying froth and thereby achieve the

ore-concentration process of the invention in issue. The

Court below also had the benefit of seeing the actual oper-

ations in the mill. The appellant as defendant in the

Court below saw, through its counsel and experts, these

bar-mixer demonstrations that plaintiffs made and had
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its opportunity to present with respect to them whatever

fact and opinion evidence it desired. The materials used

in these bar-mixer experiments at the trial were divided

in open court and portions delivered to appellant's coun-

sel and experts for examination and analysis, and Mr.

Higgins testified that the foamy appearances produced

when the petroleum products—the kerosene and the fuel

oils—were used alone, were of no metallurgical value

whatever, were metallurgically useless (Vol. 8, p. 4620,

Q490; p. 4614, Qs460, 461; p. 4605, Q416), and that the

result of the 25% kerosene oil experiment with .1% of

pine oil added and of Mr. Phillips 25% alleged kerosene

oil experiment was simply an inflated paste or magma

(Vol. 8, pp. 4620-4621, Qs492-496). This testimony of

Mr. Higgins was neither criticized nor contradicted by

the witnesses for appellant who subsequently testified in

surrebuttal. As to Mr. Higgins' qualifications in recogni-

tion and appraisal of mineral-carrying froths, it is un-

doubtedly true that no man is better qualified, and Mr.

Bull very justly said in his oral argument that Mr. Hig-

gins "knows as much about this subject as anybody in the

world" (Mr. Bull's oral argument, p. 15).

Not only is this testimony of Mr. Higgins uncontra-

dicted, but it is confirmed hy the operations of appellant

in its mill. Appellant, in its mill operations, treating an

average of more than 1,500 tons of ore a day, uses pine

oil (or occasionally creosote) , and evidently is compelled

ti> do so, and cannot run its mill with the cheap petroleum



products—fuel oil and kerosene—alone (Tables defend-

ant's exhibits 159, 160, 161, 162, Vol. 9, pp. 5186-5195;

Appellees' Main Brief, p. 16, Appellees' Supplemental

Brief, p. 129, and footnote). The only effect of these

products upon the process is to impair it, with the result-

ant loss of one million dollars a year of which appellant's

counsel boast.

The personal observations of Mr. Bull and his conclu-

sions from what he saw that "the same froth" was pro-

duced by the agitation both before and after the pine oil

was added, and that "an excellent froth" or "an excellent

and voluminous froth" (meaning a froth of the patent)

was produced by the agitation before the pine oil was

added, are not only improper either as evidence or as argu-

ment, but are wholly incompetent as evidence, and they

are of as little real value to the Court as Mr. Bull's dis-

covery of the froth of the patent before any oil of any kind

had been introduced.

Undoubtedly an agitation can be made so excessively

fierce that even with petroleum products alone, such as

fuel oil or kerosene oil or both, some kind of a foamy

effect can be produced such as would have to the eye of

the unskilled layman a superficial resemblance to the

metal-carrying and ore-concentrating froth of the patent

in suit ; but the evidence is clear that such foamy appear*

ances are worthless, because they are not the mineral-

carrying, ore-concentrating froth of the patent. And the

bar-mixer with a high velocity such as employed in the
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demonstrations in question (9,000 to 10,000 revolutions

per minute ) is well adapted for that purpose.

Mr. Bull's footnote begins with a criticism of the use

of a bar-mixer as affording "no fair indication of what

happens in commercial machines." This criticism does

not deter Mr. Bull from immediately drawing elaborate

conclusions from what he asserted happened in the bar-

mixer demonstrations in question, to the effect that they

completely disprove appellees' fundamental contentions

in the case and verify appellant's contentions.

Passing that, it is a fact, perhaps not known to Mr.

Bull, that bar-mixer demonstrations were first presented

by the defendant, namely, the experiments of Mr. Phil-

lips, to which experiments and the 72 photographs (Vol.

9, pp. 5068-5138) of the alleged froths obtained from them,

so much time was given in the Court below—although no

mention has been made in this Court of those demonstra-

tions and photographs. Plaintiffs in rebuttal repeated

one of these experiments of Mr. Phillips in order to check

his results, and to that end employed the same bar-mixer

that he had employed with the same enormously high rate

of speed that he had employed. This was Mr. Phillips'

25% alleged kerosene oil alleged froth experiment (photo-

graphs 18-3, 18-2, 18-1, Vol. 9, pp. 5116-5118). The ex-

periments and testimony relating to it are treated in

appellees' Supplemental Brief, pp. 209-211, wherein it

appears, first, that the kerosene oil used by Mr. Phillips

contained pine oil, and, second, that with eight different
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specimens of kerosene bought in the open market we

were unable to produce the results obtained by Mr. Phil-

lips, but that the addition of .1% of pine oil achieved

those results. Mr. Phillips' experiment with 25% of

alleged kerosene was thus shown to have been spurious.

To the skilled metallurgist the bar-mixer is useful as a

laboratory apparatus for the purpose of making mere ob-

servation experiments. The device is not adapted to per-

mit clean and complete separation of the froth followed

by an assay to exactly determine its metal contents.

Further, it requires a skilled observer to understand and

interpret what is exhibited. But as appellant had used

it we deemed it advisable, if not indeed necessary, to use

it for our comparative froth experiments and for the

magma-producing experiment with 25% of kerosene and

.1% of pine oil, these experiments being performed and

explained by a skilled observer, Mr. Higgins.

Mr. Bull, in his footnote, seeks to cure a fatal weakness

in appellant's case as it stands on the record in the Court

below. He seeks to do this by assertions with respect to

the experiments done in this Court. It was not proved in

the Court below that kerosene oil alone or fuel oil alone

or the two together could produce useful mineral-carrying

froth. The proof was to the contrary. Relying upon his as-

sertions as to observations of the results of experiments in

this Court, Mr. Bull argues that he has now supplied the

evidence and proof appellant failed to produce in the Court

below, and has now overcome and disproved the evidence
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and proof to the contrary which the appellees produced in

the Court below. The assertions built upon these observa-

tions are utilized as if they were new evidence here sub-

mitted which proved what the defendant below utterly

failed to prove and disproved what the plaintiff below

unquestionably proved.

Mr. Bull's footnote draws conclusions from his observa-

tions of the bar-mixer experiments made in this Court,

but these conclusions fall with the blunders of observation

on which they are based. This is not a case where mere

observation can determine or decide such a question of

fact as that. It is a case where the Court must have the

aid and assistance of those who are skilled in the special

matter involved. No more striking example of the dan-

ger of following any other course could be cited than the

history of the Hyde case itself. In the instant case the

Court below had the benefit of the expert evidence of Mr.

Higgins to guide it in determining the particular issue

of fact that Mr. Bull's footnote raises, and the defendant

elected to let the record stand with that testimony of Mr.

Higgins unshaken by cross-examination and uncontra*

dieted by defendant's experts who testified in surrebuttal.

Moreover, the findings of fact by the Court below that the

petroleum-products constituent of appellant's mixture

would not, if used alone, cause the oil-coated mineral par-

ticles of the pulp to form into a froth, did not depend

upon these particular bar-mixer experiments, but upon a

great body of proof on that subject, supported by assays
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and figures and evidence of daily experiences and results

in the mills, which led the Court below to find as a matter

of fact, on the testimony of witnesses on both sides, that

those constituents of defendant's mixture lacked the

bubble-making quality and would not upon agitation cause

the oil-coated mineral particles to form into the mineral-

carrying, ore-concentrating froth of the patent. This tes-

timony is discussed in appellees' Main Brief at page 40,

in appellees' Supplemental Brief at page 126, and in Mr.

Kenyon's Oral Argument at page 28.

It would seem as if the whole subject of the footnote

could be disposed of by one determining consideration.

Did the parties reproduce exactly the experiments as they

were done in the Court below ? If not, then they must be

entirely disregarded, because the Court avowedly was not

opening the case for new proof. If these experiments

were exact reproductions of what was done in the Court

below, then this Court must go to the record of the experi-

ments as done below to ascertain the proof with respect

thereto.

For the convenience of the Court the summary descrip-

tion of appellees' demonstrations which was handed to the

Court at the time of the experiments, with references to

the Record, are repeated on the following page.
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APPELLEES' DEMONSTRATIONS.

1. Vanning or Shaking Table Operation—Wet Concentra-

tion—no oiL

Higgins, Vol. 8, page 4467, Qs. 38-40.

2. Everson Second Method.

Higgins, Vol. 8, page 4473, Qs. 57-60.

3. Kirby Process.

Higgins, Vol. 8, pages 4503-4508, Qs. 195-218.

4. Patent in Suit and Cattermole.

Higgins, Vol. 8", pages 4747, 4748, Qs. 84-86
;
pages

4749, 4750, Qs. 91-100.

5. Solution Patent No. 962,678.

Higgins, VoL 8, pages 4599-4601, Qs. 385-395.

6. Kerosene not a mineral frothing agent—addition of

pine oil produces a mineral froth.

Higgins, VoL 8, pages 4603-4605, Qs. 409-419.

7. Mixture of Jones Oil and Kerosene not a mineral froth-

ing agent—addition of pine oil produces a mineral

froth.

Higgins, Vol. 8, page 4606, Qs. 423-426
;
page 4611,

Qs. 444-447
;
pages 4613-4615, Qs. 458-465.

8. 25% Kerosene oil experiment—Addition of pine oil pro-

duces an aerated magma.

Higgins, Vol. 8, pages 4619-4621, Qs. 487-496.
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The oral argument of Mr. Fish as printed, when com-

pared with the stenographer's report furnished by the

Court Reporter, shows that he has practically rewritten

the entire address. As printed it is in reality an addi-

tional brief submitted by Mr. Fish in place of the oral

argument he made in court. Among the numerous omis-

sions we select the following for illustration. He said

:

"I do not care what else there is in the process ; as

a matter of fact there is not much else except the agi-

tation to the same extent that they had in Catter-

mole, or a little greater—no, the same extent they

had in Cattermole, for I think my brother is light in

it; when the Supreme Court spoke of the agitation

here as being unusual, they meant unusual as com-

pared with Froment, as compared with Kirby, as com-

pared with Everson; they did not mean unusual as

compared with Cattermole, because the record would

not justify it. I think that is right."

In his printed statement he does not include this or any

paraphrase or restatement thereof. This statement should

appear on page 23 of Mr. Fish's printed argument after

the words, "Now, let us stop there for a moment," but it

has been entirely elided.
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Printed copies of this letter are this day delivered to

J. Edgar Bull, Esq., of counsel for appellant, and mailed

to all other counsel for appellant.

New York, N. Y., April^, 1918.

Very respectfully,

Henry D. Williams,

Wm. Houston Kenyon,

LiNDLEY M. Garrison,

Garret W. McEnerney,

Odell W. McConnell,

Counsel for Appellees.


